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TyO- ja elinkeinoministerio PERUSMUISTIO TEM2009-00242

T™MO

Asia

Honkapaa Heli 30.04.2009

K omission suositus neuvostolle komission valtuuttamisesta aloittamaan neuvottelut
sopimuksesta yhdistetyn patenttioikeudenkayntijarjestelmén perustamiseksi
(patenttilitigaatiosopimus)

Kokous

Kilpailukykyneuvosto; 28.5.2009 - 29.5.2009

Liitteet

Viite

EUTORI/Eurodoc nro:

EU/2009/0744 (neuvottelumandaatti)
[EU/2007/0877 (patenttitiedonanto)]
[EU/180800/0624 (yhtei sOpatenttiasetus)]

U-tunnus / E-tunnus:

Kasittelyn tarkoitus ja kasittelyvaihe:

Asiakirjat:

Vamistautuminen 28.—29.5.2009 pidettavaan kilpailukykyneuvostoon ja eduskunnan
informoiminen patenttilitigaati osopimuksen kasittelytilanteesta. Eduskuntaa
informoidaan samanaikaisesti yhteisOpatentin kasittel ytilanteesta U-jatkokirjeella
(TEM2009-00251).

K aytettavissa olevien tietojen mukaan kil pailukykyneuvostolta haettaisiin ainakin
hyvaksyntda sille, etta EY -tuomioistuimelta pyydetdan EY - perustami ssopimuksen 300
artiklan 6 kohdan mukai sta lausuntoa patenttilitigaati osopi musluonnoksen
yhdenmukai suudesta EY -perustami ssopimuksen kanssa.

Neuvottel umandaatti

K omission suositus neuvostolle komission valtuuttami sesta al oittamaan neuvottel ut
sopimuksesta yhdistetyn patenttioi keudenkayntijarjestel man perustamiseksi, SEK (2009)
330 lopullinen, 20.3.2009.

Patenttiliti gaati osopimus

Pj-maan tybasiakirja, 7928/09 PI 23 COUR 29, 23.3.2009 (vain englanninkielisend)
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EU:n oikeuden mukainen oikeusperusta/paatoksentekomenettely:

Komissio ehdottaa oikeusperustaksi EY - perustami ssopimuksen 300 artiklaa.
Oikeusperustamaaradys edel lyttaisi tasmentamista sen nimenomaisen kohdan osalta, joka
maaraa padtoksentekomenettelyn. Lisaks tulis méaritell& aineellinen oikeusperusta, joka
kuvaa neuvoteltavan patenttilitigaati osopimuksen tavoitetta ja tarkoitusta. Komissio on
télta osin viitannut EY 308 artiklaan.

Komissio on pitényt tarpeellisena pyytda EY -tuomioistuimelta EY-
perustamissopimuksen 300 artiklan 6 kohdan mukaista lausuntoa

patenttilitigaati osopimusluonnoksen yhdenmukai suudesta EY - perustami ssopimuksen
kanssa. Padtoksenteko lausunnon pyytamisesta tapahtuu EY 205 artiklan 1 kohdan
mukaan neuvoston jasenten enemmistdll&. Kaytettévissa olevien tietojen mukaan
erityisesti aineellinen oikeusperusta tulis olemaan EY -tuomioi stuimelta pyydettavan
lausunnon kohteena.

K asittelijat):

Ty6- jaelinkeinoministerid, Heli Honkapéa (laatija), puh. 010 606 3580
Ty6- jaelinkeinoministeri, Marja-Leena Rinkineva, puh. 010 606 6298
Oikeusministerio, Tatu Leppénen, puh. 1606 7678

Ulkoasiainministerio, Alice Guimaraes-Purokoski, puh. 1605 5714

Suomen kanta/ohje:

Suomi kannattaa neuvottelumandaatin antamista komissiolle. Komission valtuuttaminen
aloittamaan patenttilitigaati osopimusta koskevat neuvottelut yhteisdn ulkopuolisten
Euroopan patenttisopimuksen (EPC) sopimusvaltioiden kanssa on edellytys tyon
jatkamiselle.

Suomi tukee sitd, ettd EY -tuomioistuimelta pyydetdan EY -perustamissopimuksen 300
artiklan 6 kohdan mukainen lausunto patenttiliti gaatiosopi musluonnoksen
yhteensopivuudesta EY - perustami ssopi muksen kanssa. Lausunto tulisi pyyt&a pikai sesti
siitariippumatta, etta patenttilitigaatiosopimuksen oikeusperustamaédraykset edellyttavat
valtioneuvoston arvion mukaan viela lisaselvitysta.

Suomi pitéa tarkednd, etta patenttilitigaati osopimuksen oikeusperustaviittauksia
tarkastellaan tyon edetessa esitettya yksityiskohtaisemmin. Neuvottelumandaatissa
esitetty EY 300 artikla el nayttéis olevan oikeusperustaviittauksena riittéva, silla
artiklassa méérdtaan usel sta menettelyista, joiden osalta neuvoston pdatdksenteossa
noudattama menettely sek& Euroopan parlamentin rooli vaihtelee. EY 300 artikla, vaikka
sen osalta mééariteltdisiin myds se nimenomainen kohta, joka maéréa menettelyn, e ole
oikeusperustana riittéva, vaan taman ohella komission tulisi mééritella

litigaati osopimuksen aineellinen oikeusperusta. Kannatamme sitd, etta EY-tuomioistuinta
pyydettéisiin lausunnossaan ottamaan kantaa aineelliseen oikeusperustaan.

Neuvottelumandaatin sisalldsta tulee mychemmin kayda yksityiskohtainen keskustelu
neuvoston patenttityoryhmassa. Jotta patenttituomioi stuimen perimmainen tarkoitus
toteutuisi, Suomi pitda térkedna varmistaa yksinomainen tuomiovalta eurooppapatentteja
jatulevia yhteisopatentteja koskevissa riita-asioissa. Suomi suhtautuukin erittéain
varauksellisesti neuvottelumandaatin (samoin kuin patenttiliti gaatiosopi muksen)
sisdltdmadan mainintaan ns. opt-out mahdollisuudesta. Toteutuessaan opt-out vesittéisi
uuden patenttituomioistuimen perimmaisen tarkoituksen, silléa oikeudenkaynnit
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jatkuisivat useassa foorumissa samanaikaisesti. Lisaksi on syytd huomioida, etta
neuvottel umandaattiluonnos on laadittu varsin yleiseks eiké se suinkaan sisdlla
mainintoja kaikista periaatteel lisesti merkittavista ratkai suista kuten esimerkiksi
jdsenmaan oikeudesta perustaa alugjaosto, eri jaostojen valisestd toimivalta aosta taikka
oikeudenkayntikieliregiimista. Jo tasta syysté maininta opt-outista on mandaatissa
tarpeeton. Mahdollista joustovaraa on pohdittava, jos Suomi olisi ainoa jasenmaa tai
jasenmaiden selkedssi vahemmistdsss, joka vastustaa opt-outin sisallyttamista
mandaattiin.

Suomi katsoo, etta patenttilitigaatiojarjestelman yleiset tavoitteet olisi hyva sisdllyttéa
neuvottelumandaattiin. Naitd ovat oikeuden saatavuus (tosiasiallinen mahdollisuus saada
oikeugj &rjestyksen mukaista oikeutta) ja oikeudenk&yntimenettelyn oikeudenmukai suus
(ennustettava, joutuisa ja taloudellinen). My6s perustavanl aatuinen lahtokohta
jasenvaltioiden oikeudesta perustaa oma paikalligaosto olis tarpeen mainita

neuvottel umandaatissa.

Menettel ytapaan liittyen on Suomen nékemyksen mukaan vield arvioitava se, mikéa on

tarkoituksenmukaisinta, eli onko ehdotettu jasenvaltioiden edustajista koostuva

erityiskomitea riittdva vai tulisiko myos Pj-maan voida osallistua neuvotteluihin.
Padasiallinen sisdlto:

Komissio pyytéa 20.3.2009 antamallaan suosituksella neuvostolta valtuutusta
neuvottelujen aoittamiseks sopimuksesta yhdistetyn patenttioi keudenkayntijarjestelman
perustamiseksi. Y hdistetty patenttioikeudenkayntijarjestelma perustettaisiin Euroopan
yhteison, sen jasenvaltioiden ja muiden Euroopan patentti sopimuksen sopimusvaltioiden
valisella sopimuksella (patenttilitigaati osopimus) EY -perustamissopimuksen 300 artiklan
mukaista menettelya noudattaen. Asiaan liittyy kiintedsti EY - perustamissopimuksen 300
artiklan 6 kohdan mukaisen lausunnon pyytaminen EY -tuomioistuimelta.

Patenttilitigaatiosopimuksesta e ole toistaiseks olemassa komission virallista endotusta
vaan keskusteluja onkayty eri Pj- maiden laatimien tybasiakirjojen pohjalta.

Yleista

Patenttilitigaatiosopimuksella luotaisiin tédysin uusi kansainvéalinen tuomioistuin
(patenttituomioistuin). Tavoitteena on nykyista kustannustehokkaampi ja
ennustettavampi patenttioikeudenkayntijarjestelma, joka samalla turvaa oikeuden
saatavuuden. NyKkyisin eurooppapatentteja koskevat |oukkaus- ja mitétdintikanteet
kasitell88n kansallisi ssa tuomioistuimissa. Samaa patenttia koskevat samanaikai set
oikeudenkaynnit monessa maassa ovat usein huomattavan kalliita. Lisdks eri maiden
tuomioistuink&ytannoissa on suuriakin eroja, miké voi johtaa toisistaan eroaviin
kansallisiin ratkaisuihin ja sita kautta ennakoitavuuden vahenemiseen.

Muiden jdsenmaiden tapaan Suomessa on |8hdetty siitd, ettel Eurooppaan ole perusteltua
luoda kahta erillista ylikansallista patenttituomioi stuinta patenttiriitoja varten. Kaavaillun
patenttituomioi stuimen tuomiovaltaan kuuluisikin nykyisten eurooppapatenttien lisaksi
my6hemmin sovittavia yhteisdpatentteja. Toisin kuin eurooppapatentti, joka tulee
erikseen saattaa voimaan kussakin halutussa jasenmaassa, olis yhtei stpatentti yhdella
hakemuksella voimassa koko EU:n aueella yhtenevéisin oikeusvaikutuksin.

Y hteistpatenteista ei ole vield yhteison tasolla séadetty.

Neuvottelut patenttilitigaatiosopimuksesta ja yhtel sOpatentti asetuksesta etenevét
rinnakkain. Komissio antoi ehdotuksen yhtei sopatentti asetukseksi jo vuonna 2000.
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Patenttituomioi stuinta koskevien neuvottel ujen voidaan katsoa alkaneen kevaalla 2007
komission patenttitiedonannon my6téa. Komission mukaan neuvottel utilanne olisi
sellainen, etta jasenvaltiot ovat valmiita tekemaén ns. jaetun toimivallan sopimuksen
patenttilitigaati oj &rjestelman perustamisesta.

Patenttilitigaati osopi musta koskeva ehdotus on yleisesti ottaen kehittynyt Suomen
tavoitteiden mukaisesti alla kuvattua opt-out mahdollisuutta lukuun ottamatta.

Ehdotusta patenttilitigaatiosopimukseksi on kasitelty lukuisia kertoja neuvoston
patenttitydryhmassa. Viimeisimman ehdotuksen mukaan patenttituomioistuin rakentuis
ensimmai sen oikeusasteen osalta aluedllisesti toimivien jaostojen seka keskugjaoston
varaan. Jasenmaa voi niin halutessaan perustaa oman jaoston (paikalligaoston) tai liittya
yhdessa muiden jasenmaiden kanssa perustettavaan jaostoon (aluejaosto). Useat
jasenmaat Suomi mukaan lukien ovat korostaneet tarvetta antaa jasenmaihin
perustettaville jaostoille todellinen rooli osana koko jarjestelmaé. Ehdotuksen mukaan
due- japaikalligaostoilla olisikin toimivalta késitelld muun muassa loukkauskanteita ja
vastakanteena nostettuja mitétointikanteita. Suorat mitétointikanteet ja negatiiviset
vahvistuskanteet puolestaan kasiteltéisiin aina keskug aostossa.

Hajautetun ensimmaéi sen oikeusasteen vastinparina olisi taysin keskitetty
muutoksenhakuaste. EY-tuomioistuin ratkaisi lopullisesti yhteison oikeuden tulkintaan ja
yhteison toimielinten antamien sd&ddsten voimassaol oon ja tulkintaan liittyvét
ennakkoratkai supyynnét, jotka patenttituomioistuin saattaa sen kasiteltaviksi. Y hteisgjen
tuomioistuimen e kuitenkaan ole tarkoitettu toimivan varsinaisena
muutoksenhakuasteena (kassaati otuomioistuimena) patenttiriita-asioissa.

Ehdotuksen mukaan patenttituomioistuimen tuomareina olisi niin lainoppineita kuin
teknisid tuomareita. Tuomarikokoonpano olisi kansainvainen, silla paikallis- ja
alugjaostoissa olisi paasaantdisesti kahden kansallisen tuomarin lisaksi yksi ns.
poolituomari. Talla samoin kuin yhteisilla menettel ysdannailla pyritdan turvaamaan
uuden patenttilitigaatioj&rjestelman luotettavuus.

Oikeudenkayntikielena paikallis- tai alugjaostossa olisi pa&sdannon mukaan jaoston
sijaintivaltion viralinen kieli. Tietyin edellytyksin oikeudenkéyntikieleks voitaisiin
valita my0s jokin Euroopan patenttiviraston virallisista tyokielista (en, de, fr).
Keskusjaostonkieliregiimi perustuis aina patentin myontamiskieleen (en, de tai fr).

M uutoksenhakuasteessa kaytettava oikeudenkayntikieli olisi paasdannén mukaan sama
kuin ensimmaéi sessa oi keusasteessa. Osapuolet voivat kuitenkin sopia patentin
myontamiskielen kaytosta ja poikkeustapauksi ssa myds jonkun muun kuin

ensimmai sessa oi keusasteessa kaytetyn EU-kielen kaytosta.

Siirtyméajaksi on esitetty seitseméa vuotta, jonka aikana patenttituomioistuimella ja
kansallisilla tuomioistuimilla séilyisi rinnakkainen tuomiovalta. Kansallisten
tuomioistuinten tuomiovalta eurooppapatenttien osalta on kuitenkin tosiasiassa téta
pidempi patentinhaltijoille kaavaillun opt-out mahdollisuuden my6téa. Opt-outissaon
kyse yksittéisten patentinhaltijoiden mahdollisuudesta hal utessaan jéttéyt ya kokonaan
uuden patenttilitigaatiojérjestelman soveltamisalan ulkopuolelle kun kyse on
eurooppapatenttia koskevistariita-asioista. Aloite opt-outista on tullut eurooppalaiselta
|&&keteollisuudelta, jonka on alun perin ol etettu kdyttéavan yhteisopatenttia
eurooppapatenttien sijasta.

Neuvottelumandaatin sisalto
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Komissio ehdottaa neuvottelujen aloittamista Euroopan yhteison, sen jasenvaltioiden ja
muiden Euroopan patenttisopimuksen (EPC) sopimusvaltioiden valisen sopimuksen
tekemiseks patenttilitigaatioj érjestel man perustamisesta. Neuvoston oikeuspal velu on
10.11.2008 antamassaan lausunnossa katsonut yhteisolla olevan yksinomainen toimivalta
neuvotella asioista, joihin ehdotettu patenttilitigaatiosopimus vaikuttaa. Koska
ehdotetussa sopimuksessa on my6s madrayksia asioista, joissa jasenvaltioillaon
toimivalta (esim. tuomioistuimen organisointi ja tyojarjestys), neuvoston oikeuspalvelun
mukaan toimivalta neuvotella kysel sesta sopimuksesta ja tehda se kuuluu selkessti seka
yhteisille etta jasenvaltioille (sekasopimus).

Komission mukaan patenttilitigaatiojarjestelméa olis perustettava EY -
perustami ssopimuksen 300 artiklan mukaista menettel ya noudattaen.

Patenttineuvottel uiden t&hanastisten tulosten perusteella patenttilitigaati ojarjestelma
Sisdltéis seuraavia paapiirteita:

Patenttituomioi stuimen rakenteeseen kuuluisi paikallisiaja aluedllisia ensimmaisen
oikeusasteen jaostoja ja keskusjaosto, muutoksenhakuaste seka kirjaamo. Kaikki
jaostot kuuluisivat erottamattomina osina yhteen ja samaan oikeuslaitokseen, jolla
on yhdenmukaiset menettelytavat.

- Patenttituomioistuimen tuomareilta vaaditaan korkeatasoista erikoistumiskokemusta
patentti oi keudenkaynnei sta seké teknista asiantuntemusta.

- Tuomareille perustettaisiin koulutusjarjestelma niiden
patenttilitigaati oasiantuntemuksen parantamiseksi. Liséks varmistetaan téllaisen
erikoisosaamisen ja kokemuksen lagja maantieteellinen levidminen.

- Patenttituomioistuimen jaostoissa olisi oikeudellisesti ja teknisesti patevia
tuomareita

- Patenttituomioistuimella olisi tuomiovalta sek& eurooppapatentteja etta tulevia
yhtei sOpatentteja koskevissa |oukkauskantei ssa, mitéatoimiskanteissa ja mitatoimista
koskevissa vastakanteissa, negatiivisissa vahvistuskanteissa, seka julkaistun
patentti hakemuksen tuottamaan suojaan perustuvissa korvauskanteissa. Lisdks se
kasittelis kanteita, jotka koskevat yhtel sopatenttien pakkolisenssejd. Kansallisten
patenttivirastojen myontamét patentit rgjattaisiin patenttilitigaatiojarjestelman
ulkopuolelle.

- Patenttituomioistuimella olisi yksinomainen tuomiovalta mitdtéimis- ja
loukkauskanteissa. Eurooppapatenttien hakijoille tai haltijoille, kun
eurooppapatentti on myonnetty tai sitd on haettu ennen litigaati osopi muksen
voimaantuloa, voidaan kuitenkin antaa mahdollisuus jéttéytya hal utessaan
jarjestelmén ulkopuolelle (opt-out)

- Ensmmaisen oikeusasteen pdétoksiin voisi hakea muutosta
muutoksenhakutuomioi stuimessa.

- EY-tuomioistuin ratkaisisi lopullisesti yhteison oikeuden tulkintaan ja yhteison

toimielinten antamien sé&dbsten voimassaoloon ja tulkintaan liittyvét

ennakkoratkaisuasiat, jotka patenttituomioistuin saattaa sen kéasiteltavaks.

Komission mukaan yhteison osallistuminen neuvotteluihin on vattdmatonta niin yhteistn
toimivallan kuin yleisen patenttipolitiikan nakokulmasta. Patenttituomioistuin parantaa
oi keusvarmuutta ja edistéa patenttilainsdddannon yhdenmukaista soveltamista ja
tulkintaa niin EU:n tasolla kuin EPC:n puitteissa. Se tarjoaa ennakoitavissa olevan,
nopeamman ja edullisemman tavan ratkaista patenttikiistat.

Komissio suositteleg, etta
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- Neuvosto antaa komissiolle valtuudet neuvotella patenttilitigaati oj &rjestelman
perustamista koskevan sopimuksen tekemisesta
- Neuvosto pééattaa, etta komissio kdy neuvottelut yhteison puolesta kuullen
jasenvaltioiden edustgjista koostuvaa erityiskomiteaa, jonka tehtdvana on avustaa
komissiota téssa tehtéavassa neuvottel uohjeiden mukai sesti
- Neuvoteltaessa sopimuksen jasenmaiden toimivaltaan kuuluvista asioista,
jasenvaltiot sopivat keskendan ja komission kanssa em. erityiskomiteassa
kannoistaan kolmansiin maihin ndhden
Neuvosto hyvéksyy neuvotteluohjeet.

Asiakirjan liitteend annetaan seuraavanlaiset neuvottel uohjeet:

- Sopimus tehdéén Euroopan yhteison, sen jasenvaltioiden ja muiden Euroopan
patenttisopimuksen sopimusvaltioiden vailla

- Komissio varmistaa, ettd patenttilitigaati ojarjestel maa varten perustettavan
tuomioistuimen tuomiovalta kattaa seké eurooppa- etté yhtei sopatentit

- Komissio varmistaa, etté sopimusluonnokseen sisaltyvéat madraykset ja mahdolliset
muut sopimusluonnokseen kuuluvat oikeudelliset vélineet ovat yhteisdn s&énndsten
mukaisia. Tata vaatimusta el kuitenkaan noudateta niiltd osin kuin on erikseen
ilmoitettu poikettavan yhtei son sdanndstosta erityisen patenttituomioi stuimen
perustamisen mahdollistamiseks.

- Komissio varmistaa, ettd Euroopan yhteisojen tuomioistuin ratkai see yhteison
oikeuden tulkintaan ja yhteistn toimielinten antamien sddddsten voimassaoloon ja
tulkintaan liittyvét ennakkoratkai supyynnat, jotka patenttituomioistuin saattaa sen
kasiteltévaks.

- Komissio varmistaa, etteivét sopimusiuonnoksen saannét ole ristiriidassa
yhtei sopatentin luomisen kanssa.

Kansallinen kasittely:

Neuvottel umandaatti:

Oikeudelliset kysymykset -jaosto 30.3.2009
Kilpailukykyjaosto (kirjalinen menettely) 27.4.2009

Eduskuntakésittely:

Patenttikonsultaatio ja patenttitiedonanto (E 140/2005)

Kauppa- jateollisuusministerion kirje, Dnro 7/030/2006 (1.2.2006)
Talousvaliokunta TaVL 9/2006 (22.3.2006)

Jatkokirjelma 1. KTM (26.4.2007)

Talousvaliokunta TaVL 8/2007 (12.6.2007)

Lakivaliokunta LaVL 7/2007 (30.5.2007)

Jatkokirjelmé 2. KTM (2.11.2007)

Y hteisopatentti (U 54/2000) kun samalla kasitelty patenttiliti gaati 0sopimusta

Jatkokirjelma 5. TEM (21.05.2008)
Talousvaliokunta TaVL 25/2008 (17.6.2008)
Lakivaliokunta LaVL 12/2008 (12.6.2008)]

Kasittely Euroopan parlamentissa:
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Kansalinen lainsdddantd, ml. Ahvenanmaan asema:

Ehdotus patenttilitigaati osopimuksesta liittyy Suomessa erityisesti patenttilainsédddantoon
seka prosessioi keutta koskevaan lainsdadantoon. Patentit kuuluvat valtakunnan
lainsd&dartbvaltaan Ahvenanmaan itsehallintolain (1144/1991) 27 8:n 10 kohdan nojalla
jalainkaytto 27 8:n 23 kohdan nojalla.

Talouddliset vaikutukset:

Toteutuessaan patenttituomioistuimen perustamisella voi olla vaikutuksia EU:n
talousarvioon. Komissio on jdsenmaiden pyynnosta teettanyt kustannushyottyanalyysin,
jossa kustannuspuoli on kuitenkin jétetty hyvin vahéiselle huomiolle. Mydskaan arvioita
yhteison, jasenmaiden ja yhteison ulkopuolisten EPC-maiden rahoitusosuuksista el ole
viela pystytty esittamaan.

Arviona operatiivisista kustannuksista on esitetty 27.5 milj. € vuodessa, jos

ensimmai seen oikeusasteessa olisi yhteensa kolmetoista paneeliaja
muutoksenhakuasteessa kolme. Kustannuksia syntyisi mm. tuomarien palkoistaja
koulutug érjestelmasta. Eri jaostoj en perustami skustannukset eivét kustannusarvioon
sisdly, joten se on pelkastdan suuntaa-antava. Kokonai skustannukset ovat liitoksissa
siihen, millaiseksi ehdotettu patenttioi keudenkayntijarjestelma loppujenlopuks erityisesti
jaostomaaraltaan rakentuu.

Toteutuessaan ehdotuksella olisi todennakdisesti taloudellisia vaikutuksia myos
kansallisesti mahdollisen paikalligaoston (tai muiden jasenmaiden kanssa yhdessa
perustettavan aluegjaoston) perustamisen jatoiminnan myo6ta. Y leisesti ottaen
patenttituomioistuimen perustaminen merkitsisi, etta sille annetaan tuomiovalta
yksityisten vélisissa riita-asioissa, jotka nykyisin kasitell88n kansallisissa

tuomioi stuimissa (Suomessa Helsingin kérgj aoikeus).

Muut mahdolliset asiaan vaikuttavat tekijéat:

Neuvottelumandaattiluonnos esiteltiin ja siita kdytiin ensimmainen keskustelu 2.4.2009
neuvoston patenttityéryhmassa. Jasenmaiden valtaenemmisto kannatti ehdotettua
etenemistapaa. Neuvottelumandaatin antaminen yhdistettiin siihen, etta yhteisdjen
tuomioistuimelta pyydetdan |ausuntoa suunnitellun patenttilitigaati osopimuksen yhteison
oikeuden mukaisuudesta. Keskustelussa tuatiin esille tarve tésmentéa

neuvottel umandaattia mydhemmin oikeusperustan, sisdllon ja toimivaltakysymysten
osalta

Pj-maa on 24.4.2009 toimittanut j&senmaille em. keskustelujen pohjalta laaditun
tyOasiakirjan, jossa kasitell&an EY -tuomioistuimelta pyydettavan lausunnon taustaa,
tarkoitusta ja menettel ytapaa. L ausuntopyynnén kohteena olisi suunnitellun
patenttilitigaati osopimuksen yleinen yhdenmukaisuus EY -perustamissopimuksen kanssa
jaerityisesti sen EY 220 artiklasta eteenpéin. Lausuntoa pyydettéisiin erityisesti

litigaati osopimuksen aineellisesta oikeusperustasta seké EY -tuomioistuimen roolista
erillisend muutoksenhakuasteena (cassation) patenttiasioissa. P-maaei katso
tarpeelliseks pyytda lausuntoa yhtei son toimivallasta, koska neuvoston oikeuspalvelu on
jo ottanut asiaan kantaa elvétka jasenmaat ol e tata kyseenal ai staneet.
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Lausuntopyynnon liitteend olis Pj-maan viimeisin ty6asiakirja
patenttilitigaatiosopimuksesta, komission neuvottel umandaattiluonnos seka neuvoston
oikeuspalvelun laatima muistio. Neuvottelumandagatti on tarkoitus hyvéksya vasta sen
jalkeen kun EY-tuomioistuin on ensin antanut lausuntonsa.
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Asiasanat teollisoikeus, tuomioistuimet, yhteisdpatentti
Hoitaa OM, TEM
Tiedoksi ALR, EUE, MMM, OPM, SM, STM, UM, VM, VNEUS, YM

Lomakepohja: Perusmuistio, EU-ohje
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KOMISSION SUOSITUSNEUVOSTOLLE

komission valtuuttamisesta aloittamaan neuvottelut
sopimuksesta yhdistetyn patenttioikeudenkayntijarjestelman perustamiseksi

A. PERUSTELUT

1. JOHDANTO

Komissio ehdottaa neuvottelujen aloittamista Euroopan yhteison, sen jdsenvaltioiden ja
muiden eurooppapatenttien myo6ntidmisestd 5. lokakuuta 1973 tehdyn yleissopimuksen'
(Euroopan patenttisopimus) sopimusvaltioiden vilisen sopimuksen tekemiseksi yhdistetyn
patenttioikeudenkéyntijdrjestelmin perustamisesta. Yhdistettyd
patenttioikeudenkéyntijérjestelmdd varten perustettavan tuomioistuinrakenteen tuomiovaltaan
kuuluisivat sekd nykyiset eurooppapatentit ettd tulevat yhteisopatentit. Sopimukseen saisivat
edelld esitetyn valossa liittyd myohemmin kaikki nekin Euroopan patenttisopimuksen
sopimusvaltiot, jotka eivét ole sopimuksen alkuperiisid sopimuspuolia.

Teollis- ja tekijdnoikeuksien, kuten patenttien, suojeleminen EU:n tasolla helpottaa tavaroiden
rajatylittivdd valmistusta ja jakelua Euroopan yhteisossd ja parantaa ndin suoraan
sisimarkkinoiden toimivuutta. Lisdksi se vaikuttaa ETA:n sisdiseen kauppaan ja on siten
merkityksellistd kaikkien ET A-sopimuksen allekirjoittajavaltioiden kannalta.

Patenteilla on tirked merkitys teollis- ja tekijdnoikeuksien jérjestelméssd. Ne kannustavat
innovointiin ja palkitsevat sen sekd auttavat kehittimdidn uusia tuotteita ja prosesseja.
Euroopan patenttijarjestelmin timédnhetkinen hajanaisuus ja erityisesti yhtendisen nimikkeen
ja yhdistetyn patenttioikeudenkiyntijérjestelmidn puuttuminen tekevit patenttijdrjestelmiin
padsystd hankalaa ja kallista ja vaikeuttavat patenttien todellista hyddyntéimistd ennen kaikkea
pk-yrityksissa.

Innovoijat, jotka haluavat suojata keksintonsd useissa yhteison jasenvaltioissa, voivat nykyisin
hakea joko erillisid kansallisia patentteja tai eurooppapatentin. Eurooppapatentteja myontaa
Euroopan patenttivirasto (EPO), joka on perustettu Euroopan patenttisopimuksen nojalla.
Sopimuksessa on tdlld hetkelld mukana 35 sopimusvaltiota. Yhteison jasenvaltioiden lisdksi
sithen kuuluvat muun muassa Sveitsi, Islanti, Liechtenstein ja Norja.

Yhteison nykyisessi siviilioikeuslainsddaddnndssa sdddetiin, ettd patentin patevyyttid koskevat
kiistat on saatettava sen jdsenvaltion tuomioistuinten kisiteltdviksi, jossa patentti on
rekisterdity. Patentinloukkauskanteet on puolestaan saatettava vireille joko vastaajan
kotijdsenvaltion tuomioistuimissa tai sen jdsenvaltion tuomioistuimissa, jossa vahinko on
tapahtunut tai saattaa tapahtua. Samoja sdintoja sovelletaan myos suhteissa Sveitsiin, Norjaan
ja Islantiin vuosina 1988 ja 2007 tehtyjen Luganon yleissopimusten nojalla. Téssé
jarjestelmdssd tuomiovaltaa kayttdvdt monet eri tahot, ja yritykset saattavat joutua
kardjoimddn samanaikaisesti kaikissa niissd jdsenvaltioissa, joissa patentti on voimassa.
Sidosryhmit ovat toistuvasti korostaneet, ettd tdstd aiheutuu huomattavia kustannuksia,

! http://www.epo.org/patents/law/legal-texts/html/epc/2000/e/contents.html.
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monimutkaisia kaytint6jd ja myds oikeudellista epdvarmuutta, silld eri jdsenvaltioiden
tuomioistuimet saattavat antaa toisistaan poikkeavia paédtoksid. Sidosryhmét esittivit
vuonna 2006 pidetyn kuulemisen yhteydessd, ettd nykyinen oikeudenkéyntijdrjestelmi ei
takaa oikeusvarmuutta etenkdin rajatylittdvissd patenttikiistoissa. Lisdksi on esitetty
ndkemyksid, joiden mukaan jirjestelmé ei ole yhteismarkkinoiden vaatimusten mukainen.

Huhtikuun 3. pidivind 2007 annetun komission tiedonannon mukaan rinnakkaisten
oikeudenkdyntien kokonaiskulut niissd neljdssd jdsenvaltiossa, joissa patenttiriitoja késitelldén
tdlla hetkelld eniten (Saksa, Ranska, Yhdistynyt kuningaskunta ja Alankomaat), olisivat
310 000—1 950 000 euroa ensimmaisessd oikeusasteessa ja 320 000—1 390 000 euroa toisessa
oikeusasteessa. Patenttioikeudenkédynnit ovat tdimén perusteella nykyisin tarpeettoman kalliita
ja riskialttiita kaikille asianosaisille. Patenttioikeudenkdynteihin liittyvét riskit ja yhtendisen
nimikkeen puuttuminen vaikeuttavat etenkin pk-yritysten ja yksittdisten keksijoiden péadsya
patenttijarjestelmddn. Ne myos jarruttavat Euroopan innovatiivisuutta ja kilpailukykya.

Komissio laatii parhaillaan Bryssel I -asetuksen® soveltamista kisittelevid kertomusta, jossa
pohditaan nykyisten yhteison/Luganon jérjestelmien suurimpia puutteita. Paras keino puuttua
kansallisissa tuomioistuimissa kdytdvien rinnakkaisten oikeudenkdyntien kustannuksiin ja
muihin oikeudenkdyntien koordinointiongelmiin olisi kuitenkin yhdistetty
patenttioikeudenkéyntijérjestelma.

Yhdistetystd yhteisestd eurooppalaisesta patenttioikeudenkdyntijérjestelmasté hiljattain tehdyn
taloudellisen kustannus-hyotyanalyysin® mukaan hyddyt asianosaisille ja koko Euroopan
taloudelle olisivat huomattavat, jos rinnakkaiset patenttiloukkaus- ja
patentinkumoamisoikeudenkédynnit lopetettaisiin. Yksityisen sektorin kustannussddston
ennakoidaan olevan jo vuonna 2013 yhteensd 148—289 miljoonaa euroa vuodessa, kun otetaan
huomioon useassa tuomioistuimessa kasiteltdvien rinnakkaistapausten méérassd odotettavissa
oleva vihennys. Kustannussddston ennakoidaan olevan vield suurempi jatkossa.

YhteisOpatentin luominen ja yhteisen patenttioikeudenkdyntijérjestelmédn perustaminen sekd
tulevia yhteisOpatentteja ettd eurooppapatentteja varten on siksi ensisijaisen tirkeda
Euroopalle.

2. SUUNNITTEILLA OLEVA SOPIMUS YHDISTETYN
PATENTTIOIKEUDENKAYNTIJARJESTELMAN PERUSTAMISEK S|

Euroopan nykyiseen patenttioikeudenkéyntitilanteeseen liittyvien merkittdvien ongelmien
ratkaisemiseksi erdét jasenvaltiot ja kolmannet maat laativat EPO:n alaisuudessa luonnoksen
eurooppapatenttien oikeudenkéyntijarjestelméd koskevaksi sopimukseksi (EPLA), jolla
mainitut ongelmat olisi ratkaistu ainoastaan eurooppapatenttien osalta. Yhteison
osallistuminen hankkeeseen ei kuitenkaan saanut neuvostossa riittdvdd poliittista tukea
jasenvaltioilta. Téstd syystd komissio ehdotti edelld mainitussa tiedonannossaan, etté
perustettaisiin yhdistetty oikeudenkdyntijarjestelmd sekd eurooppapatentteja ettd tulevia

Neuvoston asetus (EY) N:o 44/2001 tuomioistuimen toimivallasta sekd tuomioiden tunnustamisesta ja
taytdntoonpanosta siviili- ja kauppaoikeuden alalla, EYVL L 12, 16.1.2001, s. 1.

Harhoff, Economic Cost-Benefit Analysis of a Unified and Integrated European Patent Litigation
System, Final Report, Euroopan komission sisdmarkkinoiden p#dosaston tilaama tutkimus,
tarjousmenettely nro MARKT/2008/06/D, 31. joulukuuta 2008, sellaisena kuin se on tarkistettuna 9.
helmikuuta 2009, s. 40.
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yhteisOpatentteja varten. Neuvoston patenttitydryhmd on pohtinut tiedonannon pohjalta
ajatusta yhdistetyn ~ patenttioikeudenkdyntijarjestelman luomisesta. Yhdistettya
patenttioikeudenkéyntijérjestelmid varten perustettavan tuomioistuinrakenteen tuomiovaltaan
kuuluisivat eurooppa- ja yhteisdpatenttien loukkaus- ja pitevyyskiistat. Vaikuttaa siltd, ettd
yhdistetyn patenttioikeudenkdyntijarjestelmén péépiirteistd ja perustehtdvistd ollaan
paddsemdssd laajaan yksimielisyyteen. Siihen sisdltyisi valtaosin hajautettu ensimmaéinen
oikeusaste, yksi muutoksenhakutuomioistuin ja yhteisdéjen tuomioistuin yhteison oikeuden
johdonmukaisen tulkinnan ja soveltamisen varmistajana.

Yhdistetty patenttioikeudenkéyntijérjestelma olisi perustettava yhteison, sen jisenvaltioiden ja
muiden Euroopan patenttisopimuksen sopimusvaltioiden viliselld sopimuksella EY:n
perustamissopimuksen 300 artiklan mukaista menettelyd noudattaen. Yhteison osallistuminen
sopimukseen on ensiarvoisen tdrkedd, silldi sopimus kattaisi esimerkiksi oikeuksien
noudattamisen varmistamisesta annetun direktiivin® ja Bryssel I -asetuksen’ kattamia aloja,
joilla yhteisolld on yksinomainen toimivalta tehdd sopimuksia kolmansien maiden kanssa.
Huomattakoon kuitenkin, ettd olemassa oleva yhteison sddnnostd liittyy kansallisiin
tuomioistuinmenettelyihin eikd siksi vélttimittd ole suoraan sovellettavissa. Ehdotuksen
mukainen yhdistetty tuomiovaltajirjestelmd eroaisi olemassa olevista kansallisia
tuomioistuinrakenteita koskevista sdénndistd siind médrin kuin on tarpeen sen toiminnan
kannalta. Sopimus tdydentdisi yhteisOpatenttia, joka on méérd luoda komission vuonna 2000
antaman neuvoston asetusehdotuksen® pohjalta. Tarkoituksena on, etti asetusehdotusta
tyOstetddn  samanaikaisesti  neuvoston  tyOryhmadssd, jotta  péddstddn  kattavaan
yhteisymmaérrykseen yhteisOpatentista ja patenttioikeudenkdyntijirjestelmasta.

Vaikka EPO on viime aikoina tehnyt patenttiuudistuksia, yhteisdpatentti toisi lisdarvoa, jota
eurooppapatentti ei voi tarjota. Kun EPO on myontinyt eurooppapatentin, se hajoaa kimpuksi
kansallisia patentteja, jotka kuuluvat kansallisen lainsddddnndn alaisuuteen. Yhteisopatentti
sen sijaan on yksi ainoa teollis- ja tekijanoikeus samaan tapaan kuin olemassa oleva yhteison
tavaramerkki. Sen vaikutus on sama kaikkialla yhteisossd suoraan sovellettavan yhteison
asetuksen nojalla. Koska yhteisdpatentit ovat voimassa kaikkialla EU:n alueella, my0s niiden
noudattamista voidaan valvoa yhdenmukaisesti EU:n ulkorajoilla. Ne ovat myos edullisempia
ja niistd aiheutuu selvédsti vihemmidn hallinnollista ja muuta rasitusta hakijoille ja
oikeudenhaltijoille.

Komissio onkin tdménhetkisessd talouden laskusuhdanteessa lujasti vakuuttunut siitd, ettd
kattava patenttiuudistus, johon siséltyy seki yleiseurooppalainen
patenttioikeudenkdyntijirjestelmd ettd yksi yhteinen patentti, on tarpeellinen. Yhteistydssd
puheenjohtajavaltio Ranskan kanssa Strasbourgissa 16. ja 17.lokakuuta 2008 jirjestetty
teollisoikeuskonferenssi osoitti, ettd kaikki Euroopan teollisuuden haarat ovat yhtd mieltd
nopean etenemisen tarpeesta molemmissa asioissa.

Patenttiuudistus  pitdisi my0s ndhdd laajemmassa, EU:n rakenneuudistustavoitteisiin
liittyvéssd yhteydessd eli esimerkiksi Lissabonin kasvu- ja tyollisyysstrategian, kasvun ja

Euroopan parlamentin ja neuvoston direktiivi 2004/48/EY, annettu 29 pdivana huhtikuuta 2004, teollis-
ja tekijanoikeuksien noudattamisen varmistamisesta, EUVL L 195, 2.6.2004, s. 16.

Neuvoston asetus (EY) N:o 44/2001 tuomioistuimen toimivallasta sekd tuomioiden tunnustamisesta ja
taytdntoonpanosta siviili- ja kauppaoikeuden alalla, EYVL L 12, 16.1.2001, s. 1.

6 KOM (2000) 412 lopullinen, 5.6.2000, EYVL C 337, 28.11.2000, s. 278, viimeisin ehdotus neuvoston
8.3.2004 tekemin tarkistuksin, neuvoston asiakirja 7119/04.
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tyollisyyden  hyviksi toteutettavan Euroopan talouden elvytyssuunnitelman’ ja
sisaimarkkinakatsauksen® valossa. Se edesauttaa merkittavilld tavalla yleisen tavoitteen
saavuttamisessa eli innovoinnin edistimisessd ja yrityksiin kohdistuvien kustannusten ja
muun rasituksen vihentdmisessa.

Tdssd vaiheessa vaikuttaa siltd, ettd jdsenvaltiot olisivat valmiita tekemddn ns. jaetun
toimivallan sopimuksen yhdistetyn patenttioikeudenkiyntijérjestelmén perustamisesta’.
Edistystd on tapahtunut myds yhteisdpatenttiin liittyneissd ratkaisemattomissa kysymyksissa.

Neuvoston tyoryhmiéssd kéydyissd keskusteluissa saavutettujen téhdnastisten tulosten
perusteella yhdistetyn patenttioikeudenkéyntijdrjestelméin péépiirteet olisivat tiivistetysti
seuraavat:

e Sithen sisdltyisi paikallisia ja alueellisia ensimmadisen oikeusasteen
tuomioistuinjaostoja ja yksi keskusjaosto, toisen oikeusasteen tuomioistuin sekd
kirjaamo.

e Kaikki jaostot kuuluisivat erottamattomina osina yhteen ja samaan
oikeuslaitokseen, jolla on yhdenmukaiset menettelytavat.

e Yhdistettyd patenttioikeudenkdyntijarjestelmai varten perustettavan
tuomioistuinrakenteen tuomareilla olisi oltava korkean tason erikoistumiskokemus
patenttioikeudenkdynneistd seké tekninen huippuasiantuntemus.

e Yhteisen oikeuslaitoksen tuomareille perustettaisiin koulutusjirjestelmi, jossa
parannetaan ja syvennetddn tuomareiden patenttioikeudenkiyntiasiantuntemusta ja
varmistetaan tillaisen erikoisosaamisen ja -kokemuksen laaja maantieteellinen
levidminen.

e Yhdistettya patenttioikeudenkéyntijdrjestelmai varten perustettavan
tuomioistuinrakenteen paikallisten ja alueellisten jaostojen tukena olisi joukko
oikeudellisesti ja teknisesti patevid patenttituomareita.

e Yhdistettyd patenttioikeudenkayntijérjestelmaa varten perustettavalla
tuomioistuinrakenteella olisi tuomiovalta sekd eurooppapatentteja ettd tulevia
yhteisOpatentteja  koskevissa  loukkauskanteissa,  mitdtdimiskanteissa  ja
mitdtoimistd koskevissa vastakanteissa, kanteissa, joilla halutaan vahvistettavan
ettei loukkausta ole tapahtunut, sekd julkaistun patenttihakemuksen tuottamaan
suojaan perustuvissa korvauskanteissa. Lisdksi se késittelisi kanteita, jotka
koskevat yhteisOpatenttien pakollisia lisenssejd. Kansallisten patenttivirastojen
mydntdmadt patentit jdisivat tulevan oikeudenkiyntijarjestelman ulkopuolelle.

e Yhdistettya patenttioikeudenkéyntijérjestelmaa varten perustettavalla
tuomioistuinrakenteella olisi yksinomainen tuomiovalta mitdtdimiskanteissa ja
loukkauskanteissa. Patentinhakijoille ja -haltijoille, joilla on hakemus vireilld tai
joille on jo myonnetty eurooppapatentti, voidaan kuitenkin sithen pdivdin asti,

7 KOM(2008) 800 lopullinen, 26.11.2008.

8 Valmisteluasiakirja The Sngle Market Review: one year on, SEC(2008) 3064, 16.12.2008.

’ Neuvoston asiakirja 5072/09 (Draft Agreement on the European and Community Patents Court and
Draft Satute).
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kun tuomioistuinrakenne on toimintakykyinen, antaa mahdollisuus jattidytya
halutessaan jarjestelmén ulkopuolelle.

e Yhdistettya patenttioikeudenkayntijarjestelmai varten perustettavan
tuomioistuinrakenteen péitdsten vaikutusala on periaatteessa koko se alue tai ne
alueet, joilla patentti on voimassa.

e Yhdistettya patenttioikeudenkayntijarjestelmai varten perustettavan
tuomioistuinrakenteen keskeisid valtuuksia olisivat

— julistaa eurooppa- tai yhteisopatentti mitattoméksi,
— madriti patentinloukkaaja lopettamaan patentin loukkaaminen,

— madritd patenttia loukkaavat tavarat tai patenttia loukkaavien tavaroiden
valmistukseen kéytettdvét materiaalit hdvitettaviksi,

— madrdtd loukatulle osapuolelle maksettavista vahingonkorvauksista ja
patentinloukkaajan velvollisuudesta ilmoittaa loukatulle osapuolelle mahdollisten
toimintaan osallistuneiden kolmansien osapuolten nimet,

— madrdtd toimenpiteitd ja turvaamistoimenpiteitd, kuten ennakkokieltoja,
omaisuuden tarkastusméariyksii, jaadyttamispadtoksid ja
takavarikointimaardyksia.

e Ensimmiisen oikeusasteen tuomioistuimen péétoksiin voisi hakea muutosta
muutoksenhakutuomioistuimessa.

e Euroopan yhteisdjen tuomioistuin ratkaisisi yhteison oikeuden tulkintaan ja
yhteison toimielinten antamien sddddsten voimassaoloon ja tulkintaan liittyvit
ennakkotapaukset, jotka yhdistettyd patenttioikeudenkéyntijirjestelméd varten
perustettava tuomioistuinrakenne saattaa sen kasiteltdviaksi.

Oikeusvarmuuden takia lienee kuitenkin tarpeen, ettd yhteisdjen tuomioistuimelta pyydetién
EY:n perustamissopimuksen 300 artiklan 6 kohdan mukainen lausunto siitd, onko
suunnitteilla oleva sopimus sopusoinnussa EY:n perustamissopimuksen kanssa sikéli kuin
siind madratddn yhdistetyn patenttioikeudenkiyntijarjestelmin tuomiovallan kattavan myos
tulevat yhteisopatentit.

3. YHTEISON OSALLISTUMINEN NEUVOTTELUIHIN

Yhteison osallistuminen sopimusluonnosta késitteleviin neuvotteluihin on valttimatonta
yhteison tilld alalla omaaman toimivallan takia. Neuvotteluprosessissa on myds otettava
huomioon yleiset suhteet asianomaisiin kolmansiin maihin.

Osallistuminen on yhteison edun mukaista my0s sen harjoittaman patenttipolitiikan
nidkokulmasta. Nykyinen tilanne, jossa lukuisten Euroopan patenttisopimuksen
sopimuspuolten erilaiset kansalliset tuomioistuinrakenteet jakavat tuomiovallan, ei vastaa
todellisten sisdmarkkinoiden vaatimuksia. Nykyinen jérjestelmid on kallis, ja siihen liittyy
riski, ettd tulokset ovat erilaisia tai jopa pdinvastaisia eri jdsenvaltioissa. Eurooppa- ja
yhteisOpatentteja koskevan piddtoksenteon sélyttdminen yhden ainoan tuomioistuimen
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vastuulle parantaa oikeusvarmuutta ja edistdd patenttilainsddddnnon yhdenmukaista
soveltamista ja tulkintaa EU:n tasolla ja Euroopan patenttisopimuksen puitteissa. Se tarjoaa
patentinhaltijoille paremmin ennakoitavissa olevan, nopeamman ja edullisemman tavan
ratkaista patentteihinsa liittyvét kiistat, ja sen odotetaan siten edistdvin kasvua, kilpailukykya
ja tyollisyyttd. Se my0Os todenndkdisesti tekee patenttijirjestelméstd edullisemman erityisesti
pk-yrityksille.

B. SUOSITUS

Edella esitetyn perusteella komissio suosittelee, ettd

— neuvosto antaa komissiolle valtuudet neuvotella yhdistetyn
patenttioikeudenkéyntijérjestelmédn perustamista koskevan sopimuksen tekemisestd,

— neuvosto paittdd, ettd komissio kdy neuvottelut Euroopan yhteison puolesta kuullen
jasenvaltioiden edustajista koostuvaa erityiskomiteaa, jonka tehtdvdnd on avustaa
komissiota tdssa tehtdvissi liitteend olevien neuvotteluohjeiden mukaisesti,

— neuvoteltaessa hyviksyttivdan sopimuksen sellaisista ndkdkohdista, jotka kuuluvat
jasenvaltioiden toimivaltaan, jdsenvaltiot sopivat keskenddn ja komission kanssa edelld
mainitussa erityiskomiteassa siitd, millaiset kannat ne omaksuvat kolmansiin maihin
ndhden,

— neuvosto hyviksyy liitteend olevat neuvotteluohjeet.
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LIITE

NEUVOTTELUOHJEET

Sopimus tehdddn Euroopan yhteison, sen jisenvaltioiden ja muiden FEuroopan
patenttisopimuksen sopimusvaltioiden viélilla.

Komissio varmistaa, ettd yhdistettyd patenttioikeudenkéyntijirjestelmdd varten
perustettavan tuomioistuimen tuomiovalta kattaa sekd eurooppa- ettd yhteisopatentit.

Komissio varmistaa, ettd sopimusluonnokseen sisdltyviat midrdykset ja mahdolliset muut
sopimusluonnokseen kuuluvat oikeudelliset vélineet ovat yhteison sddnnoston mukaisia.
Tatd vaatimusta ei kuitenkaan noudateta niilti osin kuin on erikseen ilmoitettu poikettavan
yhteison sddnndstostd erityisen patenttituomioistuimen perustamisen mahdollistamiseksi.

Komissio varmistaa, etti Euroopan yhteiséjen tuomioistuin ratkaisee yhteison oikeuden
tulkintaan ja yhteison toimielinten antamien sddddsten voimassaoloon ja tulkintaan liittyvét
ennakkotapaukset, jotka yhdistettyd patenttioikeudenkdyntijarjestelmii varten perustettava
tuomioistuinrakenne saattaa sen késiteltdvéksi.

Komissio varmistaa, ettd sopimusluonnoksen séddnnot eivit ole ristiriidassa yhteisopatentin
luomisen kanssa.
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REKOMMENDATION FRAN KOMMISSIONEN TILL RADET

om att bemyndiga kommissionen att inleda for handlingar om
ett avtal om ett enhetligt system for patenttvister

A. MOTIVERING

1. INLEDNING

Kommissionen foredar att man inleder forhandlingar i syfte att inga ett avtal mellan
Europeiska gemenskapen, dess medlemsstater och 6vriga parter till konventionen om
meddelande av europeiska patent (Europeiska patentkonventionen) av den 5 oktober 1973
om inréttande av ett enhetligt system for patenttvister. Den domstolsordning som uppréttas
inom ramen for det enhetliga systemet for patenttvister skulle fa behorighet bade for befintliga
europeiska patent och for framtida gemenskapspatent. Nér det galler befintliga europeiska
patent bor alla parter till Europeiska patentkonventionen, som inte hor till de ursprungliga
parternatill konventionen, faanduta sig till avtalet.

Industriell dganderétt, som patent, framjar pa EU-niva gransoverskridande tillverkning och
distribution av varor inom Europeiska gemenskapen och bidrar darmed direkt till en béttre
fungerande inre marknad. Vidare paverkar det handeln inom EES och &r sdledes av betydelse
for allalénder som undertecknat EES-avtalet.

Patent spelar en viktig roll i systemet for industriell &ganderétt. De stimulerar och uppmuntrar
till innovation och har en positiv inverkan pa utvecklingen av nya produkter och nya
tillverkningsférfaranden. Den bristande samordningen av nuvarande patentsystem i Europa
och avsaknaden av en enhetlig titel och ett enhetligt system for patenttvister leder till att
tillgangen till patentsystemet blir komplicerat och kostsamt och att patenten inte tillampas pa
ett effektivt sétt. Detta galler framfor allt sma och medel stora foretag.

Innovatbrer som o6nskar skydda sina uppfinningar i gemenskapens olika medlemsstater kan
for nérvarande soka patentskydd antingen via enskilda nationella patentsystem eller via det
europeiska patentsystemet. Europeiska patent beviljas av Europeiska patentverket (EPO) som
inréttades genom Europeiska patentkonventionen och har for nérvarande 35
konventionsparter. Utéver medlemsstaterna ingar bland annat Schweiz, Island, Liechtenstein
och Norge.

Om det i dagslaget uppstar en tvist om ett patents giltighet eller om ett pastétt patentintrang
foreskriver gemenskapslagstiftningen pa civilréttsomradet att fragor som ror ett patents
giltighet ska behandlas av den medlemsstats rattssystem i vilket patentet registrerats. Fragor
som ror patentintrang kan behandlas antingen av en domstol i den medlemsstat dér svaranden
& bosatt eller av en domstol i den medlemsstat dér skadan intréffade eller kan intréffa.
Liknande regler gdler i frdga om Schweiz, Norge och Island som omfattas av
L uganokonventionerna fran 1988 och 2007. Detta system innebar tvistemalsforfaranden i ett
antal olika fora eftersom foretag kan bli tvungna att parallellt vackatalan i alla medlemsstater

! http://www.epo.org/patents/| aw/l egal -texts/html/epc/2000/e/contents.html.
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déar patentet & godkant. Intressenter har vid upprepade tillfallen redogjort for att detta
forfarande medfor avsevarda kostnader, & komplicerat och skapar réttslig osakerhet pa grund
av att domstolsbesluten kan utfalla olika fran en medlemsstat till en annan. Berorda parter
héavdade vid ett samrdd 2006 att det nuvarande systemet, i synnerhet nar det galler
patentfrégor av gransoverskridande karaktar, leder till réattslig osdkerhet. Vidare har det
hévdats att systemet inte 6verensstammer med den inre marknadens krav.

| kommissionens meddelande av den 3 april 2007 konstateras att den sammanlagda kostnaden
for paralell provning i de fyra medlemsstater som har de flesta patenttvisterna (Tyskland,
Frankrike, Forenade kungariket och Nederlanderna) uppgar till mellan 310 000 euro och
1 950 000 euro i forsta instansen och till 320 000 euro och 1 390 000 euro i andra instansen.
Detta visar att provning av patenttvister & idag onddigt kostsam och riskfylld for alla
inblandade parter. De risker som & forbundna med patenttvister och avsaknaden av ett
enhetligt system utgor ett hinder i synnerhet for sma och medelstora foretags samt enskilda
investerares tillgang till patentsystemet och en hamsko for innovation och konkurrenskraft
inom EU.

Kommissionen héller pa att utarbeta en rapport om tillampningen av Bryssel I-férordningen?
vilken kommer ait ta upp de storsta bristerna med de nuvarande gemenskaps-
/Luganosystemen. For att komma till rétta med de kostnader som uppstar i samband med
parallella domstolsforfaranden i nationella domstolar och de problem som samordningen av
sadana forfaranden medfor skulle den basta |6sningen vara att inrétta ett enhetligt system for
patenttvister.

I en nyligen genomfoérd kostnads- och intdktsanalys av ett enhetligt och integrerat europeiskt
system for patenttvister® kom man fram till att alla parter och hela EU-ekonomin skulle
gynnas om man kunde undvika overlappning vid handléggningen av frégor som ror
patentintréng och upphévande. Redan 2013 berdknas de totala privata kostnadsbesparingarna
uppga till 148289 miljoner euro per & berdknat pd det sannolika antalet
domstolsforhandlingar i flera nationella domstolar som kunnat undvikas. Man tror dessutom
att besparingarna blir annu storre i framtiden.

Inrdttandet av ett gemenskapspatent och av ett enhetligt system for patenttvister avseende
bade framtida gemenskapspatent och europeiska patent utgor darfor aven fortséttningsvis en
prioriterad fraga for Europa.

2. DET PLANERADE AVTALET OM INRATTANDE AV ETT ENHETLIGT SYSTEM FOR
PATENTTVISTER

For att komma till rétta med de otillfredsstallande rédande forhallandenai Europai samband
med provning av patenttvister hade ett antal medlemsstater och tredjeldnder, under
Overinseende av Europeiska patentverket, forberett ett forslag till domstolssystem for
europeiska patent (EPLA) som var tankt att ta itu med de ndmnda bristerna enbart nér det
gdller europeiska patent. Det fanns dock inte tillrackligt stod i radet fran medlemsstaternas

2 Radets forordning (EG) nr 44/2001 om domstols behorighet och om erkannande och verkstéllighet av
domar pa privatréttens omréde, EGT L 12, 16.1.2001, s. 1.

Harhoff, Economic Cost-Benefit Analysis of a Unified and Integrated European Patent Litigation
System, Final Report, utredning genomférd p& begaran av Europeiska kommissionens GD MARKT,
anbudsinfordran nr MARKT/2008/06/D av den 31 december 2008, reviderad den 9 februari 2009, s. 40.
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sida for att fa till stdnd det erforderliga deltagandet fran gemenskapen. Kommissionen
foreslog darfor i ovan namnda meddelande att det inréttas en integrerad réttsordning for bade
europeiska patent och framtida gemenskapspatent. R&dets arbetsgrupp for patentfragor har pa
grundval av detta meddelande diskuterat forslaget om att inrétta ett enhetligt system for
patenttvister. Den domstolsordning som uppréttas inom ramen for det enhetliga systemet for
patenttvister skulle f& behdrighet bade nar det géller patentintrang och giltigheten for
europeiska patent och gemenskapspatent. Det forefaller som om det finns en tilltagande bred
enighet om huvuddragen i och de grundlédggande uppgifterna for ett enhetligt system for
patenttvister. Detta skulle innebdra en i stor utstrackning decentraliserad férsta instans, en
enda dverklagandeinstans och en uppgift for EG-domstolen att tillhandahdlla en samstammig
tolkning och tilldmpning av gemenskapsl agstiftningen.

Det enhetliga systemet for patenttvister bor inréttas genom ingaende av ett avtal i enlighet
med det forfarande som avses i artikel 300 i EG-fordraget som omfattar europeiska
gemenskapen, dess medlemsstater och dvriga parter till Europeiska patentkonventionen. Det
ar nodvandigt att gemenskapen & delaktig i detta avtal eftersom det kommer att omfatta
omréden dar gemenskapen har ensam behOrighet att inga avtal med tredjelander, som
exempelvis de som omfattas av direktivet om sékerstéllande av skyddet for immateriella
réttigheter® och Bryssel I-férordningen®. Emellertid bor det pdpekas att den befintliga
lagstiftningen avser nationella domstolsforfaranden och ar déarfér kanske inte helt relevant.
Den foreslagna enhetliga réttsordningen skulle skilja sig fran de regler som for nérvarande
gdller for de nationella domstolsstrukturerna i den man det & nodvandigt for att uppfylla de
uppstdllda kraven. Detta avtal skulle utgora ett komplement till inréttandet av ett
gemenskapspatent p& grundval av kommissionens forslag till radets férordning frén 2000.°
Arbetet med forslaget till forordning planeras att ske parallellt i radets arbetsgrupp i syfte att
fa till stand ett generellt avtal som inkluderar gemenskapspatentet och ett system for
patenttvister.

Trots de patentreformer som Europeiska patentverket nyligen genomfort kommer
gemenskapspatentet att tillfora ett mervarde som det europeiska patentet inte kan erbjuda.
Efter att ha godkéants av Europeiska patentverket sonderfaller det europeiska patentet i ett
antal nationella patent som faller under nationdl lagstiftning. Gemenskapspatenten kommer
déremot att utgoras av enskilda immateriella réttigheter liknande gemenskapsvarumérket. De
kommer att fa en enhetlig och gemenskapsovergripande effekt genom en direkt tillamplig
gemenskapsforordning. Eftersom gemenskapspatenten kommer att inbegripa hela EU-
territoriet kommer de att vara verkstdlbara pa ett enhetligt séitt vid EU:s yttre granser.
Dessutom kommer de att bli billigare och innebdra mindre administration och mindre
belastning for de sbkande och patentinnehavarna.

Med hanvisning till dagens pressade ekonomiska lage star kommissionen sdlunda fast vid att
man bor vidta en omfattande reform av patentsystemet som inbegriper bade ett EU-
Overgripande system for patenttvister och ett enhetligt patent. Vid konferensen om industriell
aganderétt, som anordnades i samarbete med det franska ordférandeskapet den 1617 oktober

4 Europaparlamentets och rédets direktiv 2004/48/EG av den 29 april 2004 om sikerstallande av skyddet
for immateriellaréttigheter, EUT L 195, 2.6.2004, s.16.

s Raédets forordning (EG) nr 44/2001 om domstols behorighet och om erkannande och verkstallighet av
domar pa privatréttens omréde, EGT L 12, 16.1.2001, s. 1.

6 KOM(2004) 412 dutlig av den 5 juli 2000, EGT C337, 28.11.2000, s. 278. Senast andrad av radet den 8

mars 2004, rédets dokument 7119/04.
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2008 i Strasbourg, visade det sig att det rader stor enighet inom den europeiska industrins
olika sektorer om att man snarast bor vidta atgarder for att driva bada dessa fragor vidare.

Reformen av patentsystemet bor ocksa ses i ett vidare sammanhang mot bakgrund av EU:s
strukturella reformagenda, som Lissabonstrategin for tillvaxt och sysselsdttning, den
ekonomiska &terhamtningsplanen for Europa for tillvéxt och sysselsittning’ och éversynen av
den inre marknaden®. Detta bidrar p& ett avgdrande sétt till det dvergripande mélet att framja
innovation och |é&tta foretagens administrativa borda.

For nérvarande forefaller det som om medlemsstaterna staller sig Oppnatill att inga ett blandat
avtal for att inrétta ett enhetligt system for patenttvister®. Ytterligare framsteg har dessutom
gjortsi fréga om andra ol dsta fragor som ror gemenskapspatentet.

Pa grundval av resultatet av de diskussioner som hitintills &gt rum i radets arbetsgrupp kan
huvuddragen i det planerade enhetliga systemet for patenttvister sammanfattas pa foljande
satt:

e En forsta instans med lokala och regionala avdelningar, en central avdelning, en
andra instans och en registratorsfunktion.

e Alla avdelningar kommer att utgtra en integrerad del i en enda réttsordning med
enhetliga férfaranden.

e Domare inom den domstolsstruktur som inréttas genom det enhetliga systemet for
patenttvister ska ha sarskild kompetens ndr det géller patenttvister samt tekniskt
fackkunnande.

e Traningsprogram ska inréttas for domare inom den enhetliga réttsordningen for att
forbattra och oka tillgangen pa sakkunniga i prévning av patenttvister och for att
garantera en bred geografisk spridning av sddan sakkunskap och expertis.

e En pool av domare i patentrétt bestdende av juridiskt och tekniskt kvalificerade
domare som kan stodja lokala och regionaa avdelningar inom den
domstol sstruktur som inréttas genom det enhetliga systemet for patenttvister.

e Den domstolsstruktur som inréttas genom det enhetliga systemet for patenttvister
skulle, nér det géller det skydd som en offentliggjord patentansbkan omfattas av,
fA domstolsbehdrighet bade for europeiska patent och de framtida
gemenskapspatenten vid patentintrang, talan eller genkdroma vid upphévande,
faststallelsetalan om att det inte foreligger nagot intrang samt skadestandstal an.
Vidare skulle den handlagga frégor som ror tvangslicenser for gemenskapspatent.
Patent som beviljas av nationella patentverk ska inte omfattas av det framtida
systemet for patenttvister.

! KOM|(2008) 800 slutlig av den 26 november 2008.
8 K ommissionens arbetsdokument " The Single Market Review: one year on”, SEK(2008) 3064 av den 16
december 2008.
° Radets dokument 5072/09 (Draft Agreement on the European and Community Patents Court and Draft
Statute).
5
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e Den domstolsstruktur som inréttas genom det enhetliga systemet for patenttvister
skulle enbart ha behorighet for upphdvande och intrdng. N&r det géller
ansokningar som & under handlaggning eller beviljade europeiska patent kan
sbkande och patentinnehavare, fore det datum som denna domstolsstruktur tas i
bruk, farétt att stéllasig utanfor systemet.

e Bedlut som antagits av den domstolsstruktur som inrdttas genom det enhetliga
systemet for patenttvister kommer i princip att fa laga kraft inom det territorium
eller de territorier dér ifrégavarande patent galler.

e Den domstolsstruktur som inrédttas genom det enhetliga systemet for patenttvister
kommer huvudsakligen att fa befogenhet att

— forklara ett europeiskt patent eller ett gemenskapspatent ogiltigt,

— uppmana en intrangsgorare att upphdra med patentintranget och avsta fran
framtidaintrang,

— forordna om destruktion av intréngsgtrande varor eller av materiel som anvands
for att tillverka intrangsgorande varor,

— foreskriva om betalning av skadestand till den skadelidande parten och om att
intréngsgoraren ska informera den skadelidande parten om eventuell inblandad
tredje parts identitet,

— foreskriva om interimistiska dtgarder och skyddsdtgarder, daribland preliminara
forbudsf 6reldgganden, order avseende inspektion av egendom, beslut om frysning
och beslag.

e Forstainstansréttens avgoranden kan 6verklagas till appellationsdomstolen.

e EG-domstolen kommer att fatta beslut om preliminéra fragor som stélls av den
domstolsstruktur som inréttas genom det enhetliga systemet for patenttvister och
som géller tolkning av EG-lagstiftningen samt giltigheten f6r och tolkningen av
réttsakter som beslutats av gemenskapens institutioner.

For att undvika réttslig osakerhet vore det [ampligt att EG-domstolen begér ett yttrande i
enlighet med artikel 300.6 i EG-fordraget om huruvida det planerade avtalet ar i
Overensstammelse med EG-fordraget med hansyn till att det enhetliga systemet for
patenttvister aven kommer att f& behorighet i fraga om det framtida gemenskapspatentet.

3. GEMENSKAPENSDELTAGANDE | FORHANDL INGARNA

Gemenskapen maste delta i forhandlingarna om forsdaget med hansyn till gemenskapens
behorighet inom detta omrade. | samband med forhandlingarna bor dven samtliga forbindel ser
med berdrda tredjelander beaktas.

Gemenskapen har &ven med tanke pa patentpolitiken ett intresse av att deltai forhandlingarna.
Den aktuella situationen med tillampning av olika nationella domstolars lagstiftning i de olika
lander som &r parter till Europeiska patentkonventionen &r inte forenlig med de krav som
stélls pa en verklig inre marknad. Det nuvarande systemet ar bade kostsamt och kan leda till
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olika eller till och med motstridiga resultat i olika medlemsstater. Inréttandet av en domstol
som & behorig att fatta beslut om europeiska patent och gemenskapspatent skapar réttslig
sakerhet och framjar en enhetlig tillampning och tolkning av patentlagstiftningen pa EU-niva
och nér det géller Europeiska patentkonventionen. Patentinnehavare kommer att forfoga 6ver
ett mer forutsebart, snabbare och billigare tillvagagangssétt for att |6sa tvister som ror deras
patent, vilket sannolikt kommer att oka tillvéxten, konkurrenskraften och sysselsattningen.
Patentsystemet forvantas dven bli mer ekonomiskt dverkomligt framfor alt for sma och
medel stora foretag.

B. REKOMMENDATION
Mot bakgrund av ovanstaende rekommenderar kommissionen

— att radet bemyndigar kommissionen att forhandla om ett avtal som inréttar ett enhetligt
system for patenttvister,

— att rédet besutar om att kommissionen ska leda dessa forhandlingar for Europeiska
gemenskapens rakning i samrad med en sarskild kommitté bestdende av foretradare fran
medlemsstaterna som ska bistd kommissionen i genomforandet av denna uppgift i enlighet
med bifogade forhandlingsdirektiv,

— att medlemsstaterna, nar det géller fragor som faller inom deras kompetensomrade, vid
forhandlingarna om antagandet av ett sddant avtal samordnar sig sinsemellan och med
kommissionen inom den sarskilda kommittén i frdga om stallningstaganden gentemot
tredjelander,

— att rédet antar de forhandlingsdirektiv som bifogasi bilagan.
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BILAGA

FORHANDL INGSDIREKTIV

Avtalet skaingas av Europeiska gemenskapen, dess medlemsstater och andra parter till den
Europei ska patentkonventionen.

Kommissionen ska se till att den domstolsstruktur som inréttas genom det enhetliga
systemet for patenttvister far behorighet bade i frdga om europeiska patent och
gemenskapspatent.

Kommissionen ska se till att bestdmmelserna i forslaget till avtal och eventuella réttsakter
som ingar i fordaget till avtal & i dverensstammelse med gemenskapens regelverk. Detta
krav ska gdla med forbehdll for de undantag fran regelverket som & nodvandiga for
inréttandet av en sarskild patentdomstol .

Kommissionen ska forvissa sig om att EG-domstolen kommer att fatta beslut om
preliminara fragor som stélls av den domstolsstruktur som inréttas genom det enhetliga
systemet for patenttvister och som géller tolkning av EG-lagstiftningen samt giltigheten for
och tolkningen av réttsakter som beslutats av gemenskapens institutioner.

Kommissionen ska se till att bestammelserna i fordaget till avtal & férenliga med
inréttandet av ett gemenskapspatent.
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COUNCIL OF Brussels, 23 March 2009

THE EUROPEAN UNION
7928/09
PI23
COUR 29
WORKING DOCUMENT
from: General Secretariat of the Council
to: Working Party on Intellectual Property (Patents)
No. prev. doc.: 5072/09 P11 COUR 1
Subject : Draft Agreement on the European and Community' Patents Court and

Draft Statute
- Revised Presidency text

Delegations will find in Annex revised versions of the Draft Agreement on the European and

Community Patents Court, the Draft Statute of the Court and the draft list of issues to be included in
the Rules of Procedure, submitted by the Presidency for discussion at the meeting of the Intellectual
Property (Patents) Working Party on 2 April 2009.

Changes to the previous version (5072/09) are indicated.

The terminology of the present draft has not yet been adapted to the terminology of the
Lisbon Treaty.
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ANNEX

EUROPEAN AND COMMUNITY PATENTS COURT DRAFT AGREEMENT

THE EUROPEAN COMMUNITY,
THE KINGDOM OF BELGIUM,

[enumeration of other Member States]

AND

[enumeration of third countries being the initial contracting parties]

hereinafter referred to as the CONTRACTING PARTIES,

CONSIDERING that co-operation amongst the countries of Europe in the field of patents
contributes significantly to the integration process in Europe, in particular to the establishment of an
internal market within the European Economic Area characterized by the free movement of goods
and services and the creation of a system ensuring that competition in the internal market is not

distorted,

CONSIDERING that the fragmented market for patents and the significant variations between
national court systems are detrimental for innovation, in particular for small and medium sized
enterprises which have difficulties to enforce their patents and to defend themselves against

unfounded claims,

WISHING to improve the enforcement of patents and to enhance legal certainty by setting up a
European and Community Patents Court for litigation related to the infringement and validity of

patents,

CONSIDERING that the integrated and exclusive European and Community Patents Court shall be
set up for Community patents and European patents designating one or more [...] States party to

this Agreement [...] and that the present Agreement shall be open to accession by any Contracting

State to the European Patent Convention,
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CONSIDERING that the Court of Justice of the European Communities shall ensure the uniformity

of the Community legal order,

CONSIDERING that the European and Community Patents Court shall be designed to ensure
expeditious and high quality decisions, striking a fair balance between the interests of right holders

and other parties and taking into account the need for proportionality and flexibility,

HAVE AGREED AS FOLLOWS:
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PART I - GENERAL AND INSTITUTIONAL PROVISIONS

CHAPTER I - GENERAL PROVISIONS

Article 1

European and Community Patents Court

A jurisdictional system for the settlement of litigation related to Community patents and European

patents is hereby established. To this end, the European and Community Patents Court is created.

Article 2

Definitions

(1) "Court" means the European and Community Patents Court.

(2) "Community Patent" means a patent within the meaning of Article 2, paragraph 1, of Regulation

(EC) No... on the Community patent.

(3) "European Patent" means a patent granted under the provisions of the European Patent

Convention designating one or more Contracting States to this Agreement.

(4) "Supplementary protection certificate" means a supplementary protection certificate granted

under Regulation (EC) No 1768/92% or under Regulation (EC) No 1610/96°.

(5) "European Patent Convention" means the Convention on the Grant of European Patents of

5 October 1973, as amended.

(6) "European Patent Office" means the organ carrying out the granting of patents as established by
Article 4, paragraph 2(a), of the European Patent Convention.

2 Council Regulation (EEC) No 1768/92 of 18 June 1992 concerning the creation of a
supplementary certificate for medicinal products, OJ L 182, 2.7.1992, p.1, as amended.

3 Regulation (EC) No 1610/96 of the European Parliament and of the Council of 23 July 1996
concerning the creation of a supplementary certificate for plant protection products, OJ L 198,
8.8.1996, p.30.
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(7) "Patent" means [...] a Community patent and a European patent [...].

(8) "Statute" means the Statute of the European and Community Patents Court which is attached to

this Agreement.

(9) "Rules of Procedure" means the Rules of Procedure of the European and Community Patents

Court [...].

(10) "Contracting State" means any State party to this Agreement.

(11) "Member State" means a Member State of the European Union.

Article 3

Scope of application

This Agreement shall apply to any:

(a) Community patent;

(b) supplementary protection certificate issued for a patent;

(c) compulsory licence in respect of a Community patent;

(d) European patent which has not yet lapsed at the date referred to in Article 59 or was granted
after that date, without prejudice to Article 58; and

(e) application for a patent which is pending at the date referred to in Article 59 or filed after that
date.
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Article 3a
Legal status

(1) The Court shall have legal personality.

(2) In each Contracting State, the Court shall enjoy the most extensive legal capacity accorded to

legal persons under the national law of that State.

(3) The Court shall be represented by the President of the Court of Appeal who shall be elected in

accordance with the Statute.

Article 3b
Privileges and immunities

Deleted.

Article 3¢
Liability

(1) The contractual liability of the Court shall be governed by the law applicable to the contract in

question.

(2) The non-contractual liability of the Court in respect of any damage caused by it or its staff in the
performance of their duties shall be governed by the law of the State of seat of the organ of the

Court concerned.
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CHAPTER II - INSTITUTIONAL PROVISIONS

Article 4

The Court

(1) The Court shall comprise a Court of First Instance, a Court of Appeal and a Registry.

(2) The Court shall perform the functions assigned to it by this Agreement.

Article 5

The Court of First Instance

(1) The Court of First Instance shall comprise a central division as well as local and regional

divisions.

(2) A local division shall be set up in a Contracting State upon its request in accordance with the

Statute.

(3) An additional local division shall be set up in a Contracting State upon its request when more
than one hundred patent cases per calendar year have been commenced in that Contracting State
during three successive years prior to or subsequent to the date referred to in Article 59. The

number of divisions in one Contracting State shall not exceed three.

(4) A Contracting State hosting a local division shall designate its seat and provide the facilities

necessary for that purpose.

(5) A regional division shall be set up for two or more Contracting States, upon their request in

accordance with the Statute. Such Contracting States shall designate the seat(s) of the division

concerned. The regional division may hear cases in multiple locations.

(6) The central division shall have its seat in /.../.
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Article 6

Composition of the panels of the Court of First Instance

(1) Any panel of the Court of First Instance shall have a multinational composition. Without
prejudice to paragraph 5 and to Article 15a, paragraph 2, it shall sit in a composition of three
judges.

(2) Any panel of a local division shall sit in a composition of two permanent judges, who shall be
nationals of the Contracting State hosting the division concerned, and one judge from the Pool of

Judges.

(3) In a Contracting State where during a period of three successive years more than fifty patent
cases per calendar year have been commenced at first instance, the third judge referred to in
paragraph 2 shall serve on a permanent basis at the local division. In other Contracting States a

judge shall be allocated from the Pool of Judges to the local division on a case by case basis.

(4) Any panel of a regional division shall sit in a composition of two permanent judges chosen from
a regional list of judges, who shall be nationals of the Contracting States concerned, and one judge

from the Pool of Judges who shall not be a national of the Contracting States concerned.

(5) Without prejudice to paragraphs 2 and 4, any panel of a local or regional division may request,

where appropriate, and after having heard the parties, the President of the Court of First Instance to

allocate from the Pool of Judges a technically qualified judge with qualifications and experience in
the field of technology concerned. In cases where such a technically qualified judge is allocated, no

further technically qualified judge has to be allocated under Article 15a, paragraph 2(a).
(6) Any panel of the central division shall sit in a composition of two legally qualified judges and
one technically qualified judge allocated from the Pool of Judges with qualifications and experience

in the field of technology concerned.

(7) Without prejudice to paragraphs 1 to 6 and in accordance with the Rules of Procedure, parties

may agree to have their case heard by a single judge.
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(8) Any panel of the Court of First Instance shall be chaired by a legally qualified judge.

Article 7
The Court of Appeal

(1) Any panel of the Court of Appeal shall sit in a multinational composition of five judges. It shall

sit in a composition of three legally qualified judges and two technically qualified judges.

(2) Any panel of the Court of Appeal shall be chaired by a legally qualified judge.

(3) The panels of the Court of Appeal shall be set up in accordance with the Statute.

(4) The Court of Appeal shall have its seat in /... /.

Article 8
The Registry

(1) A Registry shall be set up at the seat of the Court of Appeal. It shall be managed by the
Registrar and perform the functions assigned to it in accordance with the Statute. Subject to

conditions set out in this Agreement and the Rules of Procedure, the Registry shall be public.

(2) Sub-registries shall be set up at all divisions of the Court of First Instance.

(3) The Registry shall keep records of all cases before the Court. Upon filing, the sub-registry

concerned shall notify every case to the Registry.

(4) The Court shall appoint the Registrar and lay down the rules governing his service.
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Article 9

Committees

A Mixed Committee, a Budget Committee and an Advisory Committee shall be set up in order to
ensure the effective implementation and operation of this Agreement. They shall in particular
exercise the duties foreseen by this Agreement and the Statute.

CHAPTER III - JUDGES OF THE COURT

Article 10
Eligibility criteria

(1) The Court shall comprise both legally qualified judges and technically qualified judges. Judges
shall ensure the highest standards of competence and proven experience in the field of patent

litigation.

(2) Legally qualified judges shall possess the qualifications required for appointment to judicial

offices in a Contracting State.

(3) Technically qualified judges shall have a university degree and proven expertise in a field of

technology. They shall also have proven knowledge of civil law and procedure.

Article 11

Appointment procedure

(1) The Advisory Committee shall establish a list of the most suitable candidates to be appointed as

judges of the Court, in accordance with the Statute. [...]

(2) On the basis of this list, the Mixed Committee shall appoint the judges of the Court acting by

common accord.

(3) The implementing provisions shall be provided for in the Statute.
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Article 12

Judicial independence and impartiality

(1) The Court, its judges and the Registrar shall enjoy judicial independence. In the performance of

their duties, the judges shall not be bound by any instructions.

(2) Legally qualified judges and technically qualified judges who are full-time judges of the Court
may not engage in any occupation, whether gainful or not, unless otherwise provided for in this

Article or where an exception is granted by the Mixed Committee.

(3) The exercise of the office of legally qualified judges shall not exclude the exercise of other

judicial functions at the national level.

(4) The exercise of the office of technically qualified judges who are part-time judges of the Court
pursuant to Article 13, paragraph 2, shall not exclude the exercise of other functions provided there

is no conflict of interest.

(5) In case of a conflict of interest, a judge shall not take part in proceedings. Rules governing

conflicts of interest shall be provided for in the Statute.

Article 13
Pool of Judges

(1) A Pool of Judges shall be set up in accordance with the Statute.

(2) The Pool of Judges shall be composed of all legally qualified judges and technically qualified
judges from the Court of First Instance who are full-time judges of the Court. Moreover, it shall
comprise technically qualified judges who are part-time judges of the Court. It shall be ensured that
the Pool of Judges includes at least one technically qualified judge with qualifications and

experience per field of technology.
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(3) Where provided in this Agreement or the Statute, the judges from the Pool of Judges shall be

allocated to the division concerned by the President of the Court of First Instance. The allocation of

judges shall be based on their legal or technical expertise, linguistic skills and proven experience.

Article 14

Training framework

(1) A training framework for judges shall be set up in accordance with the Statute in order to
improve and increase available patent litigation expertise and to ensure a broad geographic

distribution of such specific knowledge and experience.

(2) The training framework shall in particular focus on:

(a) internships in national patent courts or divisions of the Court of First Instance hearing a
substantial number of patent litigation cases;

(b) improvement of language skills;

(c) technical aspects of patent law;

(d) the dissemination of knowledge and experience in civil procedure for technically qualified
judges;

(e) the preparation of candidate-judges.

(3) The training framework will provide for continuous training. Regular meetings will be
organized between all judges of the Court in order to discuss developments in patent law and to

ensure consistency of jurisprudence.
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CHAPTER IIIA - SUBSTANTIVE LAW

Article 14a
Applicable law
(1) When hearing a case brought before it under this Agreement, the Court shall respect Community

law and base its decisions on:

(a) this Agreement;
(b) directly applicable Community law, in particular Council Regulation (EC) No ... on the

Community patent, and national law of the Contracting States implementing Community law [...];

(c) the European Patent Convention and national law which has been adopted by the Contracting
States in accordance with the European Patent Convention; and
(d) any provision of international agreements applicable to patents and binding on all the

Contracting Parties.

(2) To the extent that the Court shall base its decisions on national law of the Contracting States, the

applicable law shall be determined:

(a) by directly applicable provisions of Community law, or

(b) in the absence of directly applicable provisions of Community law, by international instruments
on private international law to which all Contracting Parties are parties; or

(c) in the absence of provisions referred to in (a) and (b), by national provisions on international

private law as determined by the Court.

(3) A Contracting State which is not a party to the Agreement on the European Economic Area shall

bring into force the laws, regulations and administrative provisions necessary to comply with

Community law relating to substantive patent law.

Article 14b

Transferred to Article 14a.
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Article 14c¢

Infringement of European patents

For the purposes of litigation under this Agreement, a European patent shall confer on its proprietor

the right to prevent any third party not having his consent from:

(a) making, offering, putting on the market or using a product which is the subject-matter of the
patent, or importing or stocking the product for these purposes;

(b) using a process which is the subject-matter of the patent or, when the third party knows, or it is
obvious in the circumstances, that the use of the process is prohibited without the consent of the
proprietor of the patent, from offering the process for use;

(c) offering, putting on the market, using, importing or stocking for these purposes a product

obtained directly by a process which is the subject-matter of the patent.

Article 14d

Indirect infringements of European patents

(1) A European patent shall also confer on its proprietor the right to prevent any third party not
having his consent from supplying or offering to supply within the territory of protection any
person, other than a party entitled to exploit the patented invention, with means, relating to an
essential element of that invention, for putting it into effect therein, when the third party knows, or
it is obvious in the circumstances, that these means are suitable and intended for putting that

invention into effect.

(2) Paragraph 1 shall not apply when the means are staple commercial products, except where the

third party induces the person supplied to commit acts prohibited by Article 14c.

(3) Persons performing the acts referred to in Article 14e (a) to (c) shall not be considered to be

parties entitled to exploit the invention within the meaning of paragraph 1.
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Article 14e

Limitations of the effects of the European patent

The rights conferred by the European patent shall not extend to:

(a) acts done privately and for non-commercial purposes;

(b) acts done for experimental purposes relating to the subject-matter of the patented invention;

(c) acts carried out solely for the purpose of conducting tests and trials in accordance with

Article 13 of Directive 2001/82/EC* or Article 10 of Directive 2001/83/EC” in respect of any patent
covering the reference product within the meaning of the said Directives;

(d) the extemporaneous preparation for individual cases in a pharmacy of a medicine in accordance
with a medical prescription nor acts concerning the medicine so prepared;

(e) the use on board vessels of countries other than Contracting States of the patented invention, in
the body of the vessel, in the machinery, tackle, gear and other accessories, when such vessels
temporarily or accidentally enter the waters of Contracting States, provided that the invention is
used there exclusively for the needs of the vessel;

(f) the use of the patented invention in the construction or operation of aircraft or land vehicles or
other means of transport of non-Contracting States , or of accessories of such aircraft or land
vehicles, when these temporarily or accidentally enter the territory of Contracting States;

(g) the acts specified in Article 27 of the Convention on International Civil Aviation of 7 December
19446, where these acts concern the aircraft of a country other than a Contracting State;

(h) the use by a farmer of the product of his crop for propagation or multiplication on his own
holding, provided that the reproductive vegetable material was sold or otherwise commercialized by
the holder of the patent or with his consent to the farmer, for agricultural purposes. The scope and

the detailed methods of this use are laid down in Article 14 of Regulation (EC) No. 2100/947;

4 Directive 2001/82/EC of the European Parliament and of the Council of 6 November 2001 on
the Community code relating to veterinary medicinal products, OJ L 311, 28.11.2001, p.1.
Directive 2001/83/EC of the European Parliament and of the Council of 6 November 2001 on
the Community code relating to medicinal products for human use, OJ L 311, 28.11.2001,
p.67.

International Civil Aviation Organization (ICAO), "Chicago Convention", Document 7300/9
(9th edition, 2006)

Council Regulation (EC) No 2100/94 of 27 July 1994 on Community plant variety rights, OJ
L 227,1.9.1994, p.1.
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(1) the use by a farmer of protected livestock for farming purposes, on condition that the breeding
animals or other animal reproductive material was sold or otherwise commercialized to the farmer
by the holder of the patent or with his consent. Such use includes the provision of the animal or
other animal reproductive material for the purposes of his agricultural activity, but not the sale as
part of or for the purpose of commercial reproductive activity;

(j) acts allowed pursuant to Articles 5 and 6 of Directive 91/250/EEC on the legal protection of
computer programs by copyright8, in particular, by its provisions on decompilation and
interoperability; and

(k) acts allowed pursuant to Article 10 of Directive 98/44/EC on the legal protection of

biotechnological inventions.9

Article 14f

Right based on prior use of the invention

Any person, who, if a national patent had been granted in respect of an invention, would have had,
in a Contracting State, a right based on prior use of that invention or a right of personal possession
of that invention, shall enjoy, in that Contracting State, the same rights in respect of a European

patent for the same invention.

CHAPTER 1V — JURISDICTION AND EFFECTS OF DECISIONS

Article 15

Jurisdiction

(1) The Court shall have exclusive jurisdiction in respect of:

(a) actions for actual or threatened infringements of patents and supplementary protection

certificates and related defences, including counterclaims concerning licences;

(al) actions for declarations of non-infringement;

Council Directive 91/250/EEC of 14 May 1991 on the legal protection of computer programs,
OJL 122,17.05.1991, p.42.

Directive 98/44/EC of the European Parliament and of the Council of 6 July 1998 on the legal
protection of biotechnological inventions OJ L 213, 30.7.1998, p.13.
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(b) actions for provisional and protective measures and injunctions;

(c) actions or counterclaims for revocation of patents;

(d) actions for damages or compensation derived from the provisional protection conferred by a
published patent application;

(e) actions relating to the use of the invention prior to the granting of the patent or to the right based
on prior use of the patent;

(f) actions for the grant or revocation of compulsory licences in respect of Community patents; and
(g) actions on compensation for licences within the meaning of [Article 20, paragraph 1] of Council

Regulation (EC) No.. ... on the Community patent.

(2) The national courts of the Contracting States shall have jurisdiction in actions related to
Community patents and European patents which do not come within the exclusive jurisdiction of

the Court.

Article 15a

Jurisdiction of the divisions of the Court of First Instance

(1) Actions referred to in Article 15, paragraph 1(a), (b), (d) and (e) shall be brought before:

(a) the local division hosted by the Contracting State where the actual or threatened infringement
has occurred or may occur, or the regional division in which this Contracting State participates; or
(b) the local division hosted by the Contracting State where the defendant is domiciled, or the

regional division in which this Contracting State participates.

Actions against defendants domiciled outside the territory of the Contracting States shall be brought

before the local or regional division in accordance with (a).

If the Contracting State concerned does not host a local division and does not participate in a

regional division, actions shall be brought before the central division.
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(2) A counterclaim for revocation can be brought in the case of an action for infringement. The
local or regional division concerned shall, after having heard the parties, have the discretion either

to:

(a) proceed with both the infringement action and with the counterclaim for revocation and request

the President of the Court of First Instance to allocate from the Pool of Judges a technically

qualified judge with qualifications and experience in the field of technology concerned;
(b) refer the counterclaim for decision to the central division and suspend or proceed with the
infringement proceedings; or

(c) with agreement of the parties, refer the case for decision to the central division.

(3) Without prejudice to paragraph 2, the actions referred to in Article 15, paragraph 1 (al), (c), (f)
and (g) shall be brought before the central division. Such actions may only be initiated if no action
for infringement has been initiated between the same parties relating to the same patent before a

local or a regional division.

(4) If an action for revocation is pending before the central division, an action for infringement

between the same parties on the same patent may be initiated at any division in accordance with

paragraph 1. The local or regional division concerned shall have the discretion to proceed in

accordance with paragraph 2.

(5) An action for declaration of non-infringement pending before the central division shall be stayed

once an infringement action related to the same patent between the same parties or between the

holder of an exclusive licence and the party requesting a declaration of non-infringement is initiated

within three months before a local or regional division.

(6) Parties may agree to bring an action before the division of their choice, including the central

division.

(7) The actions referred to in paragraph 3 can be brought without the plaintiff having to initiate an

opposition procedure before the European Patent Office.
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(8) Any party shall inform the Court of any pending limitation or opposition proceedings before the

European Patent Office, and of any request for accelerated processing before the European Patent

Office. The Court may stay its proceedings when a rapid decision may be expected from the

European Patent Office.

Article 16

Territorial effects of decisions

Decisions of the Court shall have effect, in the case of a Community patent, for the whole territory
of the European Union and, in the case of a European patent, for the territory of those Contracting

States for which the European patent has taken effect.

CHAPTER V — Patent Mediation and Arbitration

Article 17

Patent mediation and arbitration centre

(1) A patent mediation and arbitration centre is hereby established ("the Centre"). It shall have its

seatin /.../.

(2) The Centre shall provide facilities for mediation and arbitration of patent disputes falling within
the scope of this Agreement. However, a patent may not be declared fully or partially invalid or be

fully or partially invalidated in mediation or arbitration proceedings.

(3) In the interim procedure referred to in Article 32, paragraph 2, the judge acting as Rapporteur
shall explore with the parties the possibilities for a settlement through mediation and arbitration,
and for the use of the facilities of the Centre.

(4) The Centre shall establish Mediation and Arbitration Rules.

(5) The Centre shall draw up a list of mediators and arbitrators to assist the parties in the settlement

of their dispute.
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PART II - FINANCIAL PROVISIONS

Article 18
Budget of the Court

(1) The budget of the Court shall be financed by the Court's own financial revenues and by
contributions from the European Community and from the Contracting States which are not
Member States, in accordance with the Statute. The budget shall be balanced.

(2) The Court's own financial revenues shall comprise court fees and other revenues.

(3) Court fees shall be fixed by the Mixed Committee on a proposal by the Commission of the

European Communities. The court fees shall be fixed at such a level as to ensure a right balance

between the principle of fair access to justice and an adequate contribution of the parties for the

costs incurred by the Court. The level of the court fees shall be reviewed periodically.

Article 19

Financing of the Court

(1) The operating costs of the Court shall be covered by the budget of the Court, in accordance with
the Statute.

(2) On the date referred to in Article 59, paragraph 1, the European Community and the Contracting
States which are not Member States shall provide initial financial contributions necessary for the

setting up of the Court.
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Article 20

Financing of the training framework for judges

The training framework for judges shall be financed by the budget of the Court.

Article 21

Financing of the Centre

The operating costs of the Centre shall be financed in accordance with the Statute.

7928/09 LK/lo
ANNEX DGCI

21
EN



PART III - ORGANISATION AND PROCEDURAL PROVISIONS

CHAPTER I - GENERAL

Article 21a
Statute

(1) The Statute shall lay down the details of the organisation and functioning of the Court.
(2) The Statute is attached to this Agreement. It may be amended by decision of the Mixed
Committee, on the basis of a proposal from the Court. However, such amendments shall not

contradict or alter the provisions of this Agreement.

(3) The Statute shall guarantee that the functioning of the Court is organised in the most efficient

and cost effective manner and shall ensure equitable access to justice.

Article 22

Rules of Procedure

(1) The Rules of Procedure shall lay down the details of the proceedings before the Court. They

shall comply with the provisions of this Agreement and of the Statute.

(2) The Rules of Procedure shall be adopted by the Mixed Committee on a proposal from the

Commission of the Furopean Communities. The Commission of the European Communities shall

draw up the proposal on the basis of broad consultations with the stakeholders and after having

received an opinion of the Court. They may be amended by a decision of the Mixed Committee, on

the basis of a proposal from the Court. However, such amendments shall not contradict or alter the

provisions of this Agreement or the Statute.
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(3) The Rules of Procedure shall guarantee that the decisions of the Court are of the highest quality
and that proceedings are organised in the most efficient and cost effective manner. They shall
ensure a fair balance between the legitimate interests of all parties. They shall provide for the
required level of discretion for the judges without impairing predictability of proceedings for the

parties.

Article 23

Proportionality and fairness

(1) The Court shall deal with litigation in ways which are proportionate to its importance and

complexity.

(2) The Court shall ensure that the rules, procedures and remedies provided for in this Agreement

and in the Statute are used in a fair and equitable manner and shall not distort competition.

Article 24

Case management

The Court shall actively manage the cases before it in accordance with the Rules of Procedure
without impairing the freedom of the parties to determine the subject-matter and the supporting

evidence of their case.

Article 25

Electronic procedures

The Court shall make best use of electronic procedures, such as electronic filing of submissions of
the parties and stating of evidence in electronic form, as well as video conferencing for overall

communication, in accordance with the Rules of Procedure.
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Article 26

Public proceedings

The proceedings shall be open to the public unless the Court decides to make them, to the extent
necessary, confidential in the interest of one of the parties or other affected persons, or in the

general interest of justice or public order.

Article 27

Parties

(1) Any natural or legal person, or any body equivalent to a legal person entitled to initiate
proceedings in accordance with the applicable law of the Contracting State concerned, shall have
access to the Court in order to initiate actions, to defend itself against actions, or to seek application

of the procedures and remedies provided for in this Agreement and in the Rules of Procedure.

(2) The holder of an exclusive licence in respect of a patent shall be entitled to initiate proceedings
before the Court in the same way as the proprietor of a patent, provided that the proprietor is given

prior notice, unless the licensing agreement provides otherwise.

(3) The holder of a non-exclusive licence shall not be entitled to initiate proceedings before the
Court, unless the patent proprietor is given prior notice and in so far as expressly permitted by the

licence agreement.

(4) In proceedings initiated by any licence holder, the patent proprietor shall be entitled to join them

as a party.

(5) The validity of a patent cannot be contested in infringement proceedings initiated by the holder
of a licence where the proprietor of the patent does not take part in the proceedings. The party in
infringement proceedings wanting to contest the validity of a patent shall have to initiate

proceedings against the proprietor.

7928/09 LK/lo 24
ANNEX DGCI EN



(6) Any other natural or legal person, or any body equivalent to a legal person entitled to initiate
proceedings in accordance with the applicable law of the Contracting State concerned, who is

concerned by a patent, may initiate proceedings in accordance with the Rules of Procedure.

Article 28

Representation

(1) Parties shall be represented by lawyers authorized to practise before a court of a Contracting

State.

(2) Parties may alternatively be represented by European Patent Attorneys who are entitled to act as
professional representatives before the European Patent Office pursuant to Article 134 of the
European Patent Convention and who have appropriate qualifications such as a European Union

Patent Litigation Certificate.

(2a) Representatives of the parties may be assisted by patent attorneys who shall be allowed to

speak at hearings of the Court in accordance with the Rules or Procedure.

(3) The requirements for qualifications pursuant to paragraph 2 shall be established by the Mixed
Committee on the basis of a proposal from the Commission of the European Communities. A list of
European Patent Attorneys entitled to represent parties before the Court shall be kept by the

Registrar.

(4) Representatives of the parties shall enjoy the rights and immunities necessary to the independent

exercise of their duties, under the conditions laid down in the Rules of Procedure.

(5) Representatives of the parties shall be obliged not to misrepresent cases or facts before the Court

either knowingly or with good reasons to know.
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CHAPTER II - LANGUAGES OF PROCEEDINGS

Article 29

Language of proceedings at the Court of First Instance

(1) The language of proceedings before any local or regional division shall be the official European
Union language(s) of the Member State or the official language(s) of other Contracting States
hosting the relevant division, or the official language(s) designated by Contracting States sharing a

regional division.

(2) Notwithstanding paragraph 1, Contracting States may designate one or more of the official
languages of the European Patent Office as the language of proceedings of their local or regional

division.

(3) Parties may agree on the use of the language in which the patent was granted as language of
proceedings, subject to approval by the competent division. If the division concerned does not

approve their choice, the parties may request that the case be referred to the central division.

(4) [At the request of one of the parties and after having heard the other parties] / [With the
agreement of the parties] the competent local or regional division may, on grounds of convenience
and fairness, decide on the use of the language in which the patent was granted as language of

proceedings.

(5) The language of proceedings at the central division is the language in which the patent

concerned was granted.

Article 30
Language of proceedings at the Court of Appeal

(1) The language of proceedings before the Court of Appeal shall be the language of proceedings

before the Court of First Instance.
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(2) Parties may agree on the use of the language in which the patent was granted as language of

proceedings.

(3) In exceptional cases and to the extent deemed appropriate, the Court of Appeal may decide on
another official language of a Contracting State as the language of proceedings for the whole or part

of the proceedings, subject to agreement by the parties.

Article 31

Other language arrangements

(1) Any division of the Court of First Instance and the Court of Appeal may, to the extent deemed

appropriate, dispense with translation requirements.

(2) At the request of one of the parties, and to the extent deemed appropriate, any division of the
Court of First Instance and the Court of Appeal shall provide interpretation facilities to assist the
parties concerned at oral proceedings.

CHAPTER III - PROCEEDINGS BEFORE THE COURT

Article 32

Written, interim and oral procedures

(1) The proceedings before the Court shall consist of a written, interim and oral procedure, in
accordance with the Rules of Procedure. All procedures shall be organized in a flexible and

balanced manner.

(2) In the interim procedure, after the written procedure and if appropriate, the judge acting as
Rapporteur, subject to a mandate of the full panel and designated in accordance with the Rules of
Procedure, shall be responsible for convening an interim hearing. He shall in particular explore the

possibility for a settlement.
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(3) The oral procedure shall give parties the opportunity to explain properly their arguments. The

Court may, with the agreement of the parties, dispense with the oral procedure.

Article 33

Means of evidence

(1) In proceedings before the Court, the means of giving or obtaining evidence shall include in

particular the following:

(a) hearing the parties;

(b) requests for information;

(c) production of documents;

(d) hearing witnesses;

(e) opinions by experts;

(f) inspection;

(g) comparative tests or experiments;

(h) sworn statements in writing (affidavits).

(2) The Rules of Procedure shall govern the procedure for taking such evidence. Questioning of

witnesses and experts shall be under the control of the Court and be limited to what is necessary.

Article 33a

Burden of proof

The burden of the proof of facts shall be on the party relying on those facts.

Article 34

Reversal of burden of proof

(1) If the subject-matter of a patent is a process for obtaining a [...] product, the identical product
when produced without the consent of the proprietor shall, in the absence of proof to the contrary,

be deemed to have been obtained by the patented process.
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(2) The same shall apply if there is a substantial likelihood that the identical product was made by
the process and the proprietor of the patent has been unable, despite reasonable efforts, to determine

the process actually used.

(3) In the adduction of proof to the contrary, the legitimate interests of the defendant in protecting

his manufacturing and trade secrets shall be taken into account.

CHAPTER 1V — POWERS OF THE COURT

Article 34a

General

(1) The Court may impose such measures, procedures and remedies as are laid down in this
Agreement and may make its orders subject to other conditions, in accordance with the Statute and

the Rules of Procedure.

(2) The Court shall take due account of the interest of the parties and shall, before making an order,
give any party an opportunity to present its interests unless this is incompatible with an effective

enforcement of such order.

Article 35

Order to produce evidence

(1) Where a party has presented reasonably available evidence sufficient to support its claims and
has, in substantiating those claims, specified evidence which lies in the control of the opposing
party or a third party, the Court may order that party to produce such evidence. Such order shall not

result in an obligation of self-incrimination.

(2) On application by a party the Court may order, under the same conditions as specified in
paragraph 1, the communication of banking, financial or commercial documents under the control

of the opposing party.

7928/09 LK/lo 29
ANNEX DGCI EN



Article 35a

Order to preserve evidence and to inspect property

(1) The Court may, even before the commencement of proceedings on the merits of the case, on
application by a party who has presented reasonably available evidence to support the claim that the
patent right has been infringed or is about to be infringed, order prompt and effective provisional

measures to preserve relevant evidence in respect of the alleged infringement.

(2) Such measures may include the detailed description, with or without the taking of samples, or
the physical seizure of the infringing goods, and, in appropriate cases, the materials and implements

used in the production and/or distribution of these goods and the documents relating thereto.

(2a) The inspection of the premises shall be conducted by a person appointed by the Court in

accordance with the Rules of Procedure.

(3) At the inspection of the premises the requesting party shall not be present itself but may be
represented by an independent professional practitioner whose name has to be specified in the

Court’s order.

(4) The measures shall be taken, if necessary without the other party having been heard, in
particular where any delay is likely to cause irreparable harm to the proprietor of the patent, or

where there is a demonstrable risk of evidence being destroyed.

(5) Where measures to preserve evidence are adopted without the other party having been heard, the
parties affected shall be given notice, without delay and at the latest immediately after the execution
of the measures. A review, including a right to be heard, shall take place upon request of the parties
affected with a view to deciding, within a reasonable period after the notification of the measures,

whether the measures shall be modified, revoked or confirmed.
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(6) The Court shall ensure that the measures to preserve evidence are revoked or otherwise cease to
have effect, upon request of the defendant, without prejudice to the damages which may be claimed,
if the applicant does not initiate, within a period not exceeding 31 calendar days, proceedings

leading to a decision on the merits of the case before the Court.

(7) Where the measures to preserve evidence are revoked, or where they lapse due to any act or
omission by the applicant, or where it is subsequently found that there has been no infringement or
threat of infringement of the patent right, the Court may order the applicant, upon request of the
defendant, to provide the defendant appropriate compensation for any injury caused by those

mecasurcs.

Article 35b

Freezing orders

The Court may order a party to refrain from removing from its jurisdiction any assets located there,

or from dealing in any assets, whether located within its jurisdiction or not.

Article 36

Court experts

(1) Without prejudice to the possibility for the parties to produce expert evidence, the Court may at
any time appoint court experts in order to provide expertise for specific aspects of the case. The

Court shall provide to the court expert appointed in a case all information necessary to give his

expert advice.

(2) To this end, an indicative list of experts shall be drawn up by the Court in accordance with the

Rules of Procedure and kept by the Registrar.

(3) The court experts shall guarantee independence and impartiality. Rules governing conflicts of

interest applicable to judges shall by analogy apply to court experts.
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(4) Expert advice given to the Court shall be made available to the parties who shall have the

possibility to comment on the advice given.

Article 37

Provisional and protective measures

(1) The Court may grant injunctions against an alleged infringer or against a third party whose
intermediary services are used by the alleged infringer, on a provisional basis, intended to prevent
any impending infringement, to forbid the continuation of the alleged infringement or to make such

continuation subject to the lodging of guarantees.

(2) The Court shall have the discretion to weigh up the interests of the parties and in particular to
take into account the potential harm for either of the parties resulting from the granting or the

refusal of the injunction.

(3) The Court may also order the seizure or delivery up of the goods suspected of infringing a patent
right so as to prevent their entry into or movement within the channels of commerce. If the injured
party demonstrates circumstances likely to endanger the recovery of damages, the Court may order
the precautionary seizure of the movable and immovable property of the alleged infringer, including

the blocking of his/her bank accounts and other assets.

(4) The Court may, in respect of the measures referred to in paragraphs 1 and 3, require the
applicant to provide any reasonable evidence in order to satisfy itself with a sufficient degree of
certainty that the applicant is the right-holder and that the applicant's right is being infringed, or that

such infringement is imminent.

(5) Article 35a, paragraphs 4 to 7, shall apply by analogy to the measures referred to in this Article.
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Article 37a

Permanent injunctions

(1) Where a decision is taken finding an infringement of a patent, the Court may grant an injunction
aimed at prohibiting the continuation of the infringement. The Court may also grant such
injunctions against an intermediary whose services are being used by a third party to infringe a

patent right.

(2) Where appropriate, such injunction shall be subject to a periodic penalty payment payable to the

Court with a view to ensuring compliance.

Article 38

Corrective measures in infringement proceedings

(1) Without prejudice to any damages due to the injured party by reason of the infringement, and
without compensation of any sort, the Court may order, at the request of the applicant, that
appropriate measures be taken with regard to goods found to be infringing patent rights and, in
appropriate cases, with regard to materials and implements principally used in the creation or

manufacture of those goods.

(2) Such measures shall include:

(a) declaration of the fact of infringement;

(b) recall from the channels of commerce;

(c) depriving the product from its infringing property;

(d) definitive removal from the channels of commerce; or

(e) destruction.

(3) The Court shall order that those measures be carried out at the expense of the infringer, unless

particular reasons are invoked for not doing so.
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(4) In considering a request for corrective measures, the need for proportionality between the
seriousness of the infringement and the remedies ordered, the willingness of the party concerned to
convert the materials into a non-infringing state, as well as the interests of third parties shall be

taken into account.

Article 38a
Decision on the validity of a patent

(1) The Court shall decide on the validity of a patent on the basis of a direct action for revocation or

a counterclaim for revocation.
(2) The Court may revoke a patent, either entirely or partly, only on the grounds referred to in
Article 138, paragraph 1, of the European Patent Convention or Article 28, paragraph 1, of Council

Regulation (EC) No ... on the Community patent.

(3) Without prejudice to Article 138, paragraph 3, of the European Patent Convention, if the

grounds for revocation affect the patent only in part, the patent shall be limited by a corresponding

amendment of the claims and revoked in part.

(4) To the extent that a patent has been revoked it shall be deemed not to have had, from the outset,
in the case of a Community patent, the effects specified in Articles 7 and 8 of Council Regulation
(EC) No. [...] on the Community patent, and in the case of a European patent, the effects specified

in Articles 64 and 67 of the European Patent Convention.

(5) Where the Court, in a final decision, has revoked a patent, either entirely or partly, it shall send a
copy of the decision to the European Patent Office and, with respect to a European patent, to the

national patent office of any Contracting State concerned.
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Article 39

Power to order the communication of information

(1) The Court may, in response to a justified and proportionate request of the plaintiff and in

accordance with the Rules of Procedure, order an alleged infringer to inform the plaintiff of:

(a) the origin and distribution channels of the infringing goods or processes;

(b) the quantities produced, manufactured, delivered, received or ordered, as well as the price
obtained for the goods in question; and

(c) the identity of any third person involved in the production or distribution of infringing goods or

in the use of an infringing process.

(2) The Court may, in accordance with the Rules of Procedure, also order any other person who, on

a commercial scale:

(a) was found in the possession of infringing goods or in the use of an infringing process;
(b) was found to be providing services used in infringing activities; or
(c) was indicated by the person referred to in (a) or (b) as being involved in the production,

manufacture or distribution of the goods or processes or in the provision of the services,

to provide the plaintiff with the information referred to in paragraph 1.

Article 40

Protection of confidential information

To protect a party's or a third party's trade secrets, personal data or other confidential information,
or to prevent an abuse of evidence, the Court may order that the collection and use of evidence in
proceedings before it be restricted or prohibited or that access to such evidence be restricted to

certain persons.
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Article 41

Award of damages

(1) The Court may, at the request of the injured party, order the infringer who knowingly, or with
reasonable grounds to know, engaged in a patent infringing activity, to pay the injured party

damages appropriate to the prejudice actually suffered as a result of the infringement.

(2) The injured party shall, to the extent possible, be restored in the position it would have been in if
no infringement had taken place. The infringer shall not benefit from the infringement. However,

damages shall not be punitive.

(3) When the Court sets the damages:

(a) it shall take into account all appropriate aspects, such as the negative economic consequences,
including lost profits, which the injured party has suffered, any unfair profits made by the infringer
and, in appropriate cases, elements other than economic factors, such as the moral prejudice caused
to the injured party by the infringement; or

(b) as an alternative to (a), it may, in appropriate cases, set the damages as a lump sum on the basis
of elements such as at least the amount of the royalties or fees which would have been due if the

infringer had requested authorisation to use the patent in question.

(4) Where the infringer did not knowingly or with reasonable grounds to know engage in infringing

activity, the Court may order the recovery of profits or the payment of compensation.

Article 42

Legal costs

(1) Reasonable and proportionate legal costs and other expenses incurred by the successful party

shall, as a general rule, be borne by the unsuccessful party, unless equity requires otherwise.

(2) Where a party succeeds only in part or in exceptional circumstances, the Court may order that

costs be apportioned equitably or that the parties bear their own costs.
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(3) A party should bear any unnecessary costs it has caused the Court or another party.

(4) At the request of the defendant the Court may order the plaintiff to provide adequate security for
the legal costs and other expenses incurred by the defendant which the plaintiff may be liable to

bear, in particular in cases referred to in Articles 35, 35a, 35b and 37.

Article 43

Court fees

(1) Parties to proceedings before the Court shall pay court fees. [...]

(2) Court fees shall be paid in advance. Any party which has not paid a prescribed court fee may be

excluded from further participation in the proceedings.

Article 44
Legal aid

(1) A party who is a natural person and wholly or in part unable to meet the costs of the proceedings
may at any time apply for legal aid. The conditions for granting of legal aid shall be laid down in

the Rules of Procedure.

(2) The Court shall decide whether legal aid should be granted in full or in part, or whether it should

be refused, in accordance with the Rules of Procedure.

(3) On a proposal from the Court, the Mixed Committee shall set the level of and rules on bearing

the costs of legal aid.
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Article 44a

Period of limitation

Proceedings relating to all forms of financial compensation may be initiated until five years from

the date on which the requesting party became, or had reasonable grounds to become, aware of the

facts justifying the proceedings.

CHAPTER V - APPEALS

Article 45
Appeal

(1) An appeal against a decision of the Court of First Instance may be brought before the Court of
Appeal by any party which has been unsuccessful, in whole or in part, in its submissions. An appeal
may be brought against a final decision of the Court of First Instance or against an order referred to

in Articles [29, paragraph 4.] 35, 35a, 35b, 37 or 39. Any other order may only be appealed together

with the final decision, unless the Court of Appeal grants leave to appeal.

(2) An appeal shall be brought within two months of the notification of a final decision of the Court
of First Instance or within fifteen calendar days of the notification of an order referred to in

paragraph 1.

(3) The appeal against a decision of the Court of First Instance may be based on points of law and

matters of fact.

(4) New facts and new evidence may only be introduced if their submission by the party concerned
could not reasonably have been expected during proceedings before the Court of First Instance, in

accordance with the Rules of Procedure.
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Article 46
Effects of an appeal

(1) Without prejudice to paragraph 2, an appeal shall not have suspensive effect unless the Court of
Appeal decides otherwise at the motivated request of one of the parties. The Rules of Procedure

shall guarantee that such a decision is taken without delay.

(2) An appeal against a decision on actions or counterclaims for revocation shall always have

suspensive effect.

(3) The appeal against an order referred to in Articles [29, paragraph 4.] 35, 35a, 35b, 37 or 39 shall

not prevent the continuation of the principal proceedings. However, the Court may not give a final
decision in the principal proceedings before the decision concerning an appealed order has been

given.

Article 47

Decision on appeal and referral back

(1) If the appeal is well-founded, the Court of Appeal shall revoke the decision of the Court of First
Instance and give a final decision. The Court of Appeal may in exceptional cases and in accordance

with the Rules of Procedure refer the case back to the Court of First Instance for decision.

(2) Where a case is referred back to the Court of First Instance it shall be bound by the decision of

the Court of Appeal on points of law.
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Article 48

Interpretation of Community law

(1) When a guestion of interpretation of the Treaty establishing the European Community or the

validity and interpretation of acts of the institutions of the European Community is raised before the

Court of First Instance, it may, if it considers this necessary to enable it to give a decision, request

the Court of Justice of the European Communities to decide on the question. Where such question is

raised before the Court of Appeal, it shall request the Court of Justice of the European Communities

to decide on the question.

(2) The decision of the Court of Justice of the European Communities on the interpretation of the

Treaty establishing the European Community or the validity and interpretation of acts of the

institutions of the European Community shall be binding on the Court of First Instance and the

Court of Appeal.

CHAPTER VI - DECISIONS

Article 49

Basis for decisions and right to be heard

(1) The Court shall decide in accordance with the requests submitted by the parties. The Court shall

not award more than is requested.

(2) The decisions on the merits may only be based on grounds or evidence on which the parties

have had an opportunity to present their comments.

(3) Decisions on the merits may only be based on the grounds, facts and evidence submitted by the

parties or introduced into the procedure by an order of the Court.

(4) The Court shall evaluate evidence freely and independently.
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Article 50

Formal requirements

(1) The decision of the Court shall be reasoned and shall be given in writing in accordance with the

Rules of Procedure.

(2) The decision of the Court shall be delivered in the language of proceedings.

Article 51

Dissenting opinions

(1) Decisions of the Court shall be taken by a majority of the panel, in accordance with the Statute.

In case of equal votes the vote of the presiding judge shall prevail.

(2) In exceptional circumstances any judge of the panel may express his dissenting opinion

separately from the decision of the Court.

Article 52

Settlement

The parties may, at any time in the course of proceedings, conclude their case by way of settlement
confirmed by a decision of the Court. A patent may not be declared fully or partially invalid or be
fully or partially invalidated by way of settlement.

Article 54

Publication of decisions

The Court may order, at the request of the applicant and at the expense of the infringer, appropriate
measures for the dissemination of the information concerning the decision, including displaying the

decision and publishing it in full or in part in public media.
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Article 55

Rehearing

(1) A request for rehearing after a final decision may exceptionally be made to the Court of Appeal
on discovery of a fact by the party requesting the rehearing, which is of such a nature as to be a
decisive factor and which, when the decision was given, was unknown to the party requesting the
rehearing. Such request may only be based on grounds of a fundamental procedural defect or of an

act which was held, by a final court decision, to constitute a criminal offence.

(2) A request for a rehearing shall be filed within 10 years from the date of the decision but not later

than two months from the date of the discovery of a fact including an act which was held, by a final

court decision, to constitute a criminal offence. Such request shall not have suspensive effect unless

the Court of Appeal decides otherwise.

(3) If the request for a rehearing is founded, the Court of Appeal shall set aside, in whole or in part,
the decision under review and re-open the proceedings for a new trial and decision, in accordance

with the Rules of Procedure.

(4) Persons using patents which are the subject-matter of a decision and who are acting in good

faith should be allowed to continue the use.

Article 56

Enforcement of decisions

(1) Decisions of the Court shall be enforceable in any Contracting State without the need for a
declaration of enforceability. An order for the enforcement of a decision shall be appended to the

decision by the Court.

(2) Where appropriate, the enforcement of a decision may be subject to the provision of security or
an equivalent assurance to ensure compensation for any prejudice suffered, in particular in the case

of injunctions.
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(3) Without prejudice to the provisions of this Agreement and the Statute, the enforcement
procedures shall be governed by the law of the Contracting State where the enforcement takes
place. Any decision of the Court shall be enforced under the same conditions as a decision given in

the Contacting State where the enforcement takes place.

(4) If a party does not comply with the terms of an order of the Court, it may be sanctioned with a
periodic penalty payment payable to the Court. The individual penalty shall be proportionate to the
importance of the order to be enforced. The periodic penalty payment shall be ordered without

prejudice to the party's right to claim damages or security.
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PART IIIA - IMPLEMENTATION AND OPERATION OF THE AGREEMENT

Article 57
The Mixed Committee

(1) The Mixed Committee shall be composed of one representative of each Contracting Party. The

European Community shall be represented by the Commission of the European Communities.

(2) Any Contracting State shall have one vote.

(3) The Mixed Committee shall adopt its decisions by a majority of three quarters of the
Contracting States represented and voting, except where this Agreement or the Statute provides
otherwise.

(4) The Mixed Committee shall adopt its rules of procedure.

(5) The Mixed Committee shall elect a chairperson from among its members. The duration of the

term of office shall be three years. The term of office shall be renewable.

Article 57a
The Budget Committee

(1) The Budget Committee shall be composed of one representative of each Contracting Party. The

European Community shall be represented by the Commission of the European Communities.

(2) Any Contracting State shall have one vote.

(3) The Budget Committee shall take its decisions by a simple majority of the representatives of the
Contracting States. However, a majority of three-quarters of the representatives of the Contracting

States shall be required for the adoption of the budget.
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(4) The Budget Committee shall elect a chairperson from among its members. The duration of the

term of office shall be three years. The term of office shall be renewable.

Article S7b
The Advisory Committee

(1) The Advisory Committee shall:

(a) assist the Mixed Committee in the preparation of the appointment of the judges of the Court;

(b) make proposals to the Presidium for the guidelines for the training framework for judges

referred to in Article 14: and

(¢) deliver opinions to the Mixed Committee on the proposals of the Commission of the European

Communities concerning the requirements for qualifications referred to in Article 28, paragraph 2.

(2) The Advisory Committee shall comprise patent judges and practitioners in patent law and patent
litigation with the highest recognised competence. They shall be appointed, in accordance with the

procedure laid down in the Statute, for a term of six years. They may be re-appointed.

(3) The composition of the Advisory Committee shall ensure a broad range of relevant expertise

and the representation of each of the Contracting States.

(4) The Advisory Committee shall elect a chairperson from among its members. It shall adopt its

rules of procedure.
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PART IV — TRANSITIONAL PROVISIONS

Article 58

Transitional period

(1) During a transitional period of seven years after the date referred to in Article 59, proceedings
for infringement or for revocation of a European patent may still be initiated before the national

courts or other competent authority of a Contracting State having jurisdiction under national law.

(2) Any proceedings pending before a national court at the end of the transitional period shall

continue to be subject to the transitional regime.

(3) In order to ensure the most efficient use and pooling of resources during a transitional period of
seven years, and without prejudice to Article 5 and Article 6, paragraph 3, those Contracting States
where prior to the date referred to in Article 59, during a period of three successive years, less than

fifty patent cases per calendar year have been commenced shall either:

a) have panels of local divisions which shall initially sit in a composition of one judge who is a
national of the Contracting State concerned and two judges from the Pool of Judges who are not
nationals of the Contracting State concerned; or

b) join a regional division with a critical mass of at least fifty cases per year.

(4) Unless proceedings have already been initiated before the Court, holders of European patents
granted or applied for prior to the date referred to in Article 59 shall have the possibility to opt out
from the application of Article 3. To this end they shall notify their opt-out to the Registry by the

latest one month before expiry of the transitional period.
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PART V - FINAL PROVISIONS

Article 58a

Ratification and depositing
This Agreement shall be ratified by the Contracting Parties in accordance with their respective
constitutional requirements. Instruments of ratification shall be deposited with [the General

Secretariat of the Council of the European Union (hereinafter referred to as "the depository")].

Article 58b

Accession

(1) This Agreement shall be open to accession by any Contracting State to the European Patent

Convention.

(2) Instruments of accession shall be deposited with [the depository].

Article 58¢

Duration of the Agreement

This Agreement shall be of unlimited duration.

Article 58d

Revision

(1) This Agreement may be revised by the Contracting Parties.

[(2) The Mixed Committee may amend this Agreement to bring it into line with an international

treaty relating to patents or European Community legislation. Unanimity of the Contracting Parties

shall be required.]
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(3) Not later than five years from the date referred to in Article 59, the Commission of the European

Communities shall draw up a report on the operation of the Court.

Article 58e

Denunciation

(1) Any Contracting State which is not a Member State may at any time denounce this Agreement.
Denunciation shall be notified to the Mixed Committee. Upon the receipt of such notification, a

Protocol among the Contracting Parties shall be drawn up to this effect.

(2) The denunciation of this Agreement shall be without prejudice to any proceedings pending

before the Court.

Article 58f

Languages of the Agreement

This Agreement is drawn up in a single original, in the [...] languages, all of them being equally

authentic.

Article 59

Entry into force

(1) This Agreement shall enter into force on the first day of the month following the date on which

[the depository] notifies the Contracting Parties that the Agreement has been ratified by the Member

States and the instruments of ratification have been deposited in accordance with Article 58a.

(2) In respect of any State which is eligible to accede to this Agreement in accordance with the
provisions of Article 58b and which subsequently expresses its consent to be bound by it, this
Agreement shall enter into force on the first day of the month following the deposit of the

instruments of ratification.
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Article 60

Entry into operation

[To be developed]

In witness whereof the undersigned, being duly authorised thereto, have signed this Agreement,

Done at ............. the
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Annex [

Draft Statute of the European and Community Patents Court

Article 1
Scope of the Statute

This Statute contains institutional and financial arrangements for the European and Community

Patents Court as established under Article 1 of the Agreement.

CHAPTER - JUDGES

Article 2
Eligibility of judges

(1) Any person who is a national of a Contracting State and fulfils the conditions required by

Article 10 of the Agreement and this Statute may be appointed as a judge.

(2) The judges shall have a good command of at least one official language of the European Patent

Office.

Article 3
Appointment of judges

(1) Pursuant to the procedure set out in Article 11 of the Agreement, judges shall be appointed by
the Mixed Committee acting by common accord on the basis of proposals from the Advisory

Committee [...].

(2) Vacancies shall be publicly advertised and shall indicate the relevant eligibility criteria. The

Advisory Committee shall give an opinion on candidates' suitability to perform the duties of a judge
of the Court. The opinion shall comprise a list of most suitable candidates. The list shall contain at

least twice as many candidates as there are vacancies to be filled in.
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(3) When [...] appointing judges, the [...] Mixed Committee shall ensure a balanced composition of

the Court on as broad geographical basis as possible among nationals of the Contracting States.
(4) The judges shall be appointed for a period of six years. They may be reappointed.

(5) The Mixed Committee shall appoint as many judges as are needed for the well functioning of
the Court. Initially the Mixed Committee shall appoint the necessary number of judges for setting
up at least one panel pursuant to Article 14 in each of the divisions of the Court of First Instance

and at least two panels pursuant to Article 16 in the Court of Appeal.

(6) The decision of the Mixed Committee appointing full-time legally and technically qualified

judges shall state the instance of the Court and/or the division of the Court of First Instance for
which each judge is appointed and the fields of technology for which a technically qualified judge is
appointed.

(7) Part-time technically qualified judges shall be appointed as judges of the Court and included in

the Pool of Judges on the basis of their specific qualifications and experience. The appointment of

these judges to the Court shall ensure that all fields of technology are covered.

Article 3a

Judges' term of office

1. The term of office of a judge shall begin on the date laid down in the instrument of appointment.

2. In the absence of any provision regarding the date, the term shall begin on the date of the

instrument.

Article 3b

Appointment of the members of the Advisory Committee

(1) Each Contracting State shall propose a member of the Advisory Committee who fulfils the

requirements of Article 57b. paragraph 2. of the Agreement.
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(2) The members of the Advisory Committee shall be appointed by the Mixed Committee acting by

common accord.

(3) The members of the Advisory Committee shall be completely independent in the performance of

their duties and shall not be bound by any instructions.

Article 4
Oath

Before taking up his duties each judge shall, in open court, take an oath to perform his duties

impartially and conscientiously and to preserve the secrecy of the deliberations of the Court.

Article 5
Impartiality

(1) Immediately after taking the oath, each judge shall sign a declaration by which he solemnly

undertakes that, both during and after his term of office, he shall respect the obligations arising

therefrom, in particular the duty to behave with integrity and discretion as regards the acceptance,

after he has ceased to hold office, of certain appointments or benefits.

(2) A judge may not take part in the hearing of any case in which he:

(a) has taken part as adviser;

(b) has been a party or acted for one of the parties;

(c) has been called upon to pronounce as a member of a court, tribunal, board of appeal, arbitration
or mediation panel, a commission of inquiry or in any other capacity;

(d) has a personal or financial interest in the case or in relation to one of the parties; or

(e) is related to one of the parties or the representatives of the parties by family ties.
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(3) If, for some special reason, any judge considers that he should not take part in the judgement or

examination of a particular case, he shall so inform the President of the Court of Appeal or, in the

case of judges of the Court of First Instance, the President of the Court of First Instance. If, for

some special reason, the President of the Court of Appeal or, in the case of judges of the Court of

First Instance, the President of the Court of First Instance considers that a judge should not sit or

make submissions in a particular case, he shall justify this in writing and notify the judge concerned

accordingly.

(4) Any party to the proceedings may object to a judge for any of the reasons mentioned in

paragraph 2 or if the judge is suspected with good reason of partiality.

(5) Any difficulty arising as to the application of this Article shall be settled by decision of the
Presidium, in accordance with the Rules of Procedure. The judge concerned shall be heard but shall

not take part in the deliberations.

Article 6

Immunity of judges

(1) The judges shall be immune from legal proceedings for acts performed by them or in relation to
their official capacity. They shall continue to enjoy this immunity after they have ceased to hold

office.

(2) The Presidium may waive the immunity.

(3) Where immunity has been waived and criminal proceedings are instituted against a judge, he
shall be tried, in any of the Contracting States, only by the court competent to judge the members of

the highest national judiciary.

(4) The Protocol on the privileges and immunities of the European Communities shall apply to the
judges of the Court, without prejudice to the provisions relating to immunity from legal proceedings

of judges which are set out in this Statute.
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Article 7
End of duties

(1) Apart from normal replacement after expiry of his term pursuant to Article 3, paragraph 4, or

death, the duties of a judge shall end when he resigns.

(2) Where a judge resigns, his letter of resignation shall be addressed to the President of the Court

of Appeal or, in the case of judges of the Court of First Instance, the President of the Court of First

Instance for transmission to the Chairman of the Mixed Committee.

(3) Save where Article 8 applies, a judge shall continue to hold office until his successor takes up

his duties.

(4) Any vacancy shall by filled by the appointment of a new judge for the remainder of his

predecessor's term.

Article 8

Removal from office

(1) A judge may be deprived of his office or of other benefits in its stead only if the Presidium
decides that he no longer fulfils the requisite conditions or meets the obligations arising from his

office. The judge concerned shall be heard but shall not take part in the deliberations.

(2) The Registrar of the Court shall communicate this decision to the Chairman of the Mixed

Committee.

(3) In the case of a decision depriving a judge of his office, a vacancy shall arise upon this latter

notification.
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Article 9

Training

(1) Appropriate and regular training of judges shall be provided for within the training framework

set up under Article 14 of the Agreement. The Presidium shall adopt Training Regulations ensuring

the implementation and overall coherence of the training framework.

(2) The training framework shall provide a platform for the exchange of expertise and a forum for

discussion, in particular by:

(a) organising courses, conferences, seminars, workshops and symposia:

(b) co-operating with international organisations and education institutes in the field of intellectual

property; and

(¢) promoting and supporting further vocational training.

(3) An annual work programme and training guidelines shall be drawn up, which shall include for

each judge an annual training plan identifying his main training needs in accordance with the

Training Regulations.

(4) The training framework shall in addition:

(a) ensure appropriate training for candidate-judges and newly appointed judges of the Court;

(b) support projects aimed at facilitating co-operation between representatives, patent attorneys and

the Court.

Article 9a

Remuneration

The Mixed Committee shall set the remuneration of the President of the Court of Appeal, the

President of the Court of First Instance, the judges, the Registrar, the Deputy-Registrar and the staff.
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CHAPTER IT - ORGANISATIONAL PROVISIONS

SECTION 1 - COMMON PROVISIONS

Article 10
President of the Court of Appeal

(1) The President of the Court of Appeal shall be elected by all judges of the Court of Appeal [...],

for a term of three years, from among their number. He may be re-elected twice.

(2) The elections of the President of the Court of Appeal shall be by secret ballot. If a judge obtains

an absolute majority he shall be elected. If no judge obtains an absolute majority, a second ballot

shall be held and the judge obtaining the most votes shall be elected.

(3) The President of the Court of Appeal shall direct the judicial activities and the administration of

the Court of Appeal and chair the Court of Appeal sitting as a full Court.

(4) If the office of the President of the Court of Appeal falls vacant before the usual date of expiry

of his term, a successor shall be elected for the remainder thereof.

Article 10a

President of the Court of First Instance

(1) The President of the Court of First Instance shall be elected by all judges of the Court of First

Instance who are full-time judges. for a term of three years, from among their number. He may be

re-elected twice.

(2) The President of the Court of First Instance shall direct the judicial activities and the

administration of the Court of First Instance.

(3) Article 10, paragraphs 2 and 4, shall by analogy apply to the President of the Court of First

Instance.
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Article 11

Presidium

(1) The Presidium shall be composed of the President of the Court of Appeal, who shall act as
chairperson, the President of the Court of First Instance, two judges of the Court of Appeal elected

from among their number, three judges of the Court of First Instance who are full-time judges of the

Court elected from among their number, and the Registrar as a non-voting member.

(2) The Presidium shall exercise the duties in accordance with this Statute. It may, without

prejudice to its own responsibility, delegate certain tasks to one of its members.

(3) The Presidium shall be responsible for the management of the Court and shall:

(a) give an opinion on a proposal for the Rules of Procedure in accordance with Article 22 of the

Agreement;

(b) draw up proposals for the amendment of the Rules of Procedure and proposals regarding the

Financial Regulations of the Court;

(c) prepare the annual budget, the annual accounts and the annual report of the Court and submit

them to the Budget Committee;

(d) establish the guidelines for the training programme for judges and supervise the implementation

thereof;

(e) take decisions on the appointment and removal of the Registrar and the Deputy-Registrar;

(f) lay down the rules governing the Registry including the sub-registries.

(4) Decisions of the Presidium referred to in Articles 5, 6 and 8 shall be taken in the absence of the

Registrar.
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(5) The Presidium can take valid decisions only when all members, or their substitutes, are present.

Decisions shall be taken by a majority of votes.

Article 12
Staff

(1) The officials and other servants shall have a task to assist the President of the Court of Appeal,
the President of the Court of First Instance, the judges and the Registrar. They shall be responsible

to the Registrar, under the authority of the President of the Court of Appeal and the President of the

Court of First Instance.

(2) The Mixed Committee shall establish the Staff Regulations of officials and other servants of the
Court.

Article 12a

Judicial vacations

1. On the basis of the consultation with the Presidium, the President of the Court of Appeal shall

establish the duration of judicial vacations and the rules on observing official holidays.

2. During the vacations, the functions of the President of the Court of Appeal and the President of

the Court of First Instance may be exercised by any judge invited by the respective President to take

his place, keeping in touch with the Registrar. In a case of urgency, the President of the Court of

Appeal may convene the judges.

3. The President of the Court of Appeal or the President of the Court of First Instance may, in

proper circumstances, grant leave of absence to respectively judges of the Court of Appeal or judges

of the Court of First Instance.
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SECTION 2 - THE COURT OF FIRST INSTANCE

Article 13

Setting up and discontinuance of a local or regional division

(1) A request from one or more Contracting States for the setting up of a local or regional division
shall be addressed to the Chairman of the Mixed Committee. It shall indicate the seat(s) of the local

or regional division.

(2) The decision of the Mixed Committee setting up a local or regional division shall indicate the
number of judges for the division concerned. The decision shall be published in [the Official

Journal of the European Union. ]

(3) The Mixed Committee shall decide to discontinue a local or regional division on the request of
the Contracting State hosting the local division or the Contracting States participating in the
regional division. The decision to discontinue a local or regional division shall state the date after
which no new cases may be brought before the division and the date on which the division will

cease to exist.

(4) As from the date on which a local or regional division ceases to exist, the judges assigned to this
local or regional division shall be assigned to the central division, and cases still pending before the
local or regional division together with the sub-registry and all of its documentation shall be

transferred to the central division.

Article 14

Panels

(1) The composition of the panels and the assignment of cases within a division to its panels shall
be governed by the Rules of Procedure. One judge of the panel shall be appointed as the presiding

judge, in accordance with the Rules of Procedure.
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(2) The panel may delegate, in accordance with the Rules of Procedure, certain functions to one or

more of its judges.

(3) In cases where a single judge hears the case in accordance with Article 6, paragraph 7, of the

Agreement, he shall carry out all functions of a panel.

(4) One judge of the panel shall act as Rapporteur, in accordance with the Rules of Procedure.

Article 15
Pool of Judges

(1) A list with the names of the judges included in the Pool of Judges shall be drawn up by the

Registrar. In relation to each judge, the list shall at least indicate the languages used, the technical

field of competence and experience as well as the cases previously handled by this judge.

(2) A request addressed to the President of the Court of First Instance to assign a judge from the

Pool of Judges shall indicate in particular the subject matter of the case, the official language of the

FEuropean Patent Office used by the judges of the panel. the language of the proceedings and the

field of technology required.

SECTION 3 - THE COURT OF APPEAL

Article 16

Panels

(1) The composition of panels and the assignment of cases to panels shall be governed by the Rules
of Procedure. One judge of the panel shall be appointed as the presiding judge, in accordance with

the Rules of Procedure.
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(2) [...] When a case is of exceptional importance, and in particular when the decision may affect
the unity and consistency of the jurisprudence of the Court, the Court of Appeal may decide, on the
basis of a proposal from the presiding judge, to refer the case to the full Court.

(3) The panel may delegate, in accordance with the Rules of Procedure, certain functions to one or

more of its judges.

(4) One judge of the panel shall act as Rapporteur, in accordance with the Rules of Procedure.

SECTION 4 - THE REGISTRY

Article 17

Appointment and removal from office of the Registrar

(1) The Presidium shall appoint the Registrar of the Court for a term of six years. He may be re-
appointed.

(2) Two weeks before the date fixed for making the appointment of the Registrar, the President of

the Court of Appeal shall inform the Presidium of the applications which have been submitted for

the post. The name of the Registrar shall be published in the [Official Journal].

(3) Before he takes up his duties the Registrar shall take oath before the Presidium to perform his

duties impartially and conscientiously.

(4) The Registrar may be removed from office only if he no longer meets the obligations arising

from his office. The Presidium shall take its decision after having heard the Registrar.

(5) If the office of the Registrar falls vacant before the usual date of expiry of the term thereof, the

Presidium shall appoint a new Registrar for a term of six years.
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(6) If the Registrar is absent or prevented from attending or where his post is vacant, the President

of the Court of Appeal after having consulted the Presidium shall designate a member of the staff of

the Court to carry out the duties of the Registrar.

Article 18
Duties of the Registrar

(1) The Registrar shall assist the Court, the President of the Court of Appeal, the President of the

Court of First Instance and the judges in the performance of their functions. He shall be responsible

for the organisation and activities of the Registry under the authority of the President of the Court of
Appeal.

(2) The Registrar shall in particular be responsible for:

(a) keeping the registry which includes records of all cases before the Court;

(b) keeping and administering lists drawn up in accordance with Articles 13, 28 and 36 of the
Agreement;

(c) keeping and publishing a list of notifications of opt-outs in accordance with Article 58 of the
Agreement;

(d) publishing the decisions of the Court, subject to the protection of confidential information;
(e) publishing annual reports with statistical data; and

(f) ensuring that the information on opt-outs in accordance with Article 58 of the Agreement is

closely linked with the European Patent Office patent register.

Article 19
Keeping of the register

(1) Detailed rules for keeping the register of the Court shall be prescribed in the Instructions to the
Registry, adopted by the Presidium.

(2) The rules on access to documents of the Registry shall be provided for in the Rules of

Procedure.
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Article 20
Sub-registries and Deputy-Registrar

(1) A Deputy-Registrar shall be appointed for a term of six years by the Presidium. He may be re-
appointed.

(2) Article 17, paragraphs 2 to 6, shall apply by analogy.

(3) The Deputy-Registrar shall be responsible for the organisation and activities of sub-registries

under the authority of the Registrar and the President of the Court of First Instance. The duties of

the Deputy-Registrar shall in particular include:

(a) keeping records of all cases before the relevant division of the Court of First Instance;

(b) notifying every case before the relevant division of the Court of First Instance to the Registry.

(4) The Deputy-Registrar shall also provide administrative and secretarial assistance to the relevant

division of the Court of First Instance.
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CHAPTER III - FINANCIAL PROVISIONS

Article 22
Budget

(1) The budget shall be adopted by the Budget Committee on the proposal of the Presidium. It shall
be drawn up in accordance with the generally accepted accounting principles laid down in the

Financial Regulations.

(2) Within the budget, the Presidium may, in accordance with the Financial Regulations, transfer

funds between the various headings or subheadings.

(3) The Registrar shall be responsible for the implementation of the budget in accordance with the

Financial Regulations.

(4) The Registrar shall annually make a statement on the accounts of the preceding financial year

relating to the implementation of the budget which shall be approved by the Presidium.

Article 23

Authorisation for expenditure

(1) The expenditure entered in the budget shall be authorised for the duration of one accounting

period unless the Financial Regulations provide otherwise.

(2) In accordance with the Financial Regulations, any appropriations, other than those relating to
staff costs, which are unexpended at the end of the accounting period may be carried forward, but

not beyond the end of the following accounting period.

(3) Appropriations shall be set out under different headings according to type and purpose of the

expenditure, and subdivided, as far as necessary, in accordance with the Financial Regulations.
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Article 24

Appropriations for unforeseeable expenditure

(1) The budget of the Court may contain appropriations for unforeseeable expenditure.

(2) The employment of these appropriations by the Court shall be subject to the prior approval of
the Budget Committee.

Article 25

Accounting period

The accounting period shall commence on 1 January and end on 31 December.

Article 26
Preparation of the budget

The Presidium shall submit the draft budget of the Court to the Budget Committee no later than the

date prescribed in the Financial Regulations.

Article 27

Provisional budget

(1) If, at the beginning of the accounting period, the budget has not been adopted by the Budget
Committee, expenditures may be effected on a monthly basis per heading or other division of the
budget, in accordance with the Financial Regulations, up to one-twelfth of the budget
appropriations for the preceding accounting period, provided that the appropriations thus made

available to the Presidium do not exceed one-twelfth of those provided for in the draft budget.

(2) The Budget Committee may, subject to the observance of the other provisions laid down in

paragraph 1, authorise expenditure in excess of one-twelfth of the appropriations.
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Article 28

Auditing of accounts

(1) The annual financial statements of the Court shall be examined by independent auditors. The

auditors shall be appointed and if necessary dismissed by the Budget Committee.

(2) The audit, which shall be based on professional auditing standards and shall take place, if
necessary, in situ, shall ascertain that the budget has been implemented in a lawful and proper
manner and that the financial administration of the Court has been conducted in accordance with the
principles of economy and sound financial management. The auditors shall draw up a report after

the end of each accounting period containing a signed audit opinion.

(3) The Presidium shall submit to the Budget Committee the annual financial statements of the
Court and the annual budget implementation statement for the preceding accounting period,

together with the auditors’ report.

(4) The Budget Committee shall approve the annual accounts together with the auditors’ report and

shall discharge the Presidium in respect of the implementation of the budget.

Article 30

Financial Regulations

(1) The Financial Regulations shall lay down in particular:

(a) arrangements relating to the establishment and implementation of the budget and for the
rendering and auditing of accounts;

(b) the method and procedure whereby the payments and contributions provided for in Article /.../
and the initial financial contributions provided for in Article /...] are to be made available to the
Court;

(c) the rules concerning the responsibilities of authorising and accounting officers and the
arrangements for their supervision; and

(d) the generally accepted accounting principles on which the budget and the annual financial

statements are to be based.
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(2) The Financial Regulations shall be adopted by the Mixed Committee on the proposal from the

Court.

Article 31

Income

[To be developed]

Article 32

Operating costs

[To be developed]
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CHAPTER 1V — PROCEDURAL PROVISIONS

Article 33

Secrecy of deliberations

The deliberations of the Court shall be and shall remain secret.

Article 34

Decisions

(1) When a panel sits in composition of an even number of judges, decisions of the Court shall be

taken by a majority of the panel. In case of equal vote the vote of the presiding judge shall prevail.

(2) In the event of one of the judges of a panel being prevented from attending, a judge from

another panel may be called upon to sit in accordance with the Rules of Procedure.

(3) In cases where this Statute provides that [...] the Court of Appeal shall take a decision sitting as
a full court, such decision shall be valid only if it is taken by at least /3/4] of the judges comprising
the full court.

(4) Decisions of the Court shall contain the names of the judges deciding the case.

(5) Decisions shall be signed by the judges deciding the case, by the Registrar for decisions of the
Court of Appeal, and by the Deputy-Registrar for decisions of the Court of First Instance. They

shall be read in open court.

Article 35

Dissenting opinions

A dissenting opinion expressed separately by a judge of the panel in accordance with Article 51 of
the Agreement shall be reasoned, given in writing and shall be signed by the judge expressing this

opinion.
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Article 36
Decision by default

(1) Where the defendant, after having been duly summoned, fails to file written submissions in

defence or fails to appear at the oral hearing, at the request of the plaintiff a decision by default may

be given in accordance with the Rules of Procedure. An objection may be lodged against the

decision within one month of it being notified.

(2) The objection shall not have the effect of staying enforcement of the decision by default unless

the Court decides otherwise.

Article 37

Questions referred to the Court of Justice of the European Communities

(1) The procedures established by the Court of Justice of the European Communities [...] for

referrals for preliminary rulings within the European Community shall apply, as far as appropriate.

(2) Whenever the Court of First Instance or the Court of Appeal has decided to refer to the Court of

Justice of the European Communities a question of interpretation of the Treaty establishing the

Furopean Community or a question on the validity or interpretation of acts of the institutions of the

European Community, it shall stay its proceedings.

CHAPTER V - FINAL PROVISIONS

[To be developed]
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Preliminary list of topics to be included in the Rules of Procedure

1. Organisation of the Court

1. Working of the Court

- Sessions, judicial vacations

Annex 11

- Dates, times and places of sitting of the Court (including the possibility for central and regional

divisions to hold hearings in multiple locations)
- Inability to attend or absence of a judge
- Procedure of assignment of cases to panels

- Appointment and duties of judge-Rapporteur

2. Registry

- Appointment and oath of the Registrar

- Assistants of the Registrar

- Replacement of the Registrar

- Keeping of the Registry (including information on notifications about opt-outs)

- Procedure of publication of decisions

3. Languages

- Detailed language arrangements

4. Parties

- Initiation of proceedings by third parties (conditions, procedure)

- Special cases for a party to initiate proceedings (including proceedings initiated by an applicant

for a patent or a prior user)

- Intervention in proceedings (application, conditions, invitation by the Court)
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5. Representatives of parties

- Requirements for representatives

- Requirements for European Patent Attorneys (including rules on EU patent litigation certificates
or proof of patent litigation experience)

- Privileges, immunities and facilities of representatives

- Status of parties' representatives

- Misrepresentation

- Exclusion from proceedings

I1. Procedure

1. Written procedure

- Lodging of pleadings

- Application (including its putting in order, serving and publication)
- Lodging of defence

- Second exchange of pleadings

- Offers to introduce further evidence

- New pleas in law

- Documents for consideration

- Confidentiality

2. Interim procedure

- Conditions for convening an interim hearing
- Role of Judge-Rapporteur

- Mandate of a panel to Judge-Rapporteur

- Possibility for a settlement
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3. Oral procedure

- Public proceedings

- Decision of the Court to make proceedings confidential
- Holding of hearings

- Date of the hearing

- Absence of the parties from the hearing

- Conduct of the hearing

- Close of the oral procedure

- Minutes of the hearing

- Interpretation to assist the parties

4. Electronic procedures
- Use of electronic procedures
- Electronic filing of submissions and evidence

- Electronic communication

5. Obtaining evidence

- Means of obtaining evidence

- Procedure depending on means of obtaining evidence

- Witnesses (summoning, examination, duties, oath)

- Experts (appointment, duties, oath, report, objection)

- Court experts (drawing up a list of experts in specific technical fields, appointment)
- Order to produce evidence

- Order to preserve evidence and to inspect property

- Freezing orders

- Conditions and procedure for ordering the communication of information
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6. Provisional and permanent injunctions
- Granting provisional and protective measures (application, procedure)
- Granting permanent injunctions (application, procedure)

- Ordering corrective measures (request, procedure)

7. Settlement

- Examination for possibilities to settle, proposing solutions by the Court
- Agreement of the parties

- Confirmation by the Court

8. Stay of proceedings

- General conditions and procedure

- Staying of proceedings when validity and infringement questions are split
- Staying of proceedings due to action at the European Patent Office

- Staying or proceedings in connected cases

- Duration and effects

9. Expedited proceedings

- Conditions for expedited proceedings

10. Discontinuance of proceedings
- Discontinuance of proceedings at the request of applicant; no need to adjudicate; action bound to

fail; absolute bar to proceedings
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11. Decisions

- Deliberations (secrecy)

- Quorum

- Majority of the panel to take a decision

- Role of the presiding judge in case of equal votes

- Content and form of a decision

- Delivery of a decision

- Binding and territorial effect of a decision

- Rectification

- Enforcement (including rules of lodging of security)
- Publication

- Protection of confidential data in published decisions

- Publication of decision as a measure for dissemination of information

12. Legal costs

- Decision as to costs

- Allocation

- Unreasonable costs

- Costs of enforcing a decision
- Recoverable costs

- Dispute as to costs

- Payment

13. Legal aid
- Substantive conditions
- Formal conditions

- Procedure for granting aid
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14. Serving of documents
- Procedure of serving documents

- Serving of documents by electronic means

15. Time limits
- Calculation of periods of time prescribed in the Agreement
- Extension of time limits

- Unforeseeable circumstances/force majeure in relation to time limits

II1. Special forms of procedure

1. Appeals

- Conditions for appeals against decisions of the Court
- Proceedings in the Court of Appeal

- Decision in appeal

- Conditions and procedure for introduction of new facts and new evidence in the Court of Appeal

2. Referral back to the Court of First Instance
- Conditions for referral back

- Procedure for examining cases referred back

3. Petition for further appeal

- Conditions and procedure for petition for further appeal (cassation)

4. Exceptional review procedures

- Conditions and procedure for rehearing

- Third-party proceedings (when a decision affecting a third party has been taken without its
participation)

- Interpretation of decisions of the Court
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5. Decisions by default
- Procedure of taking decision by default (when defendant fails to lodge defence)

- Application to set aside a decision by default

IV. Final provisions

- Entry into force

- Publication of the Rules of Procedure
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